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Unitep States TrapE-MARK ASSOCIATION 


522 Fifth Avenue, New York 18, N. Y. 


An Organization for the 
Protection of Trade-Marks and Trade-Names 


The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 


performs the following services for its members: 
LIBRARY OF TRADE-MARK INFORMATION en 
During its seventy-one years of existence the Association has been accumulating comprehen- 


sive records, files and a general library information on trade-mark matters. Members or their 
counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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. 


PART I 


THE PROPER TYPOGRAPHICAL TREATMENT FOR TRADE-MARKS* 


Mr. Edward S. Rogers, in an article’ in 1946, wrote “The second attack on 
trade-marks is unintentional but it is quite dangerous. It is their misuse by writ- 
ers and speakers, who, without intending to hurt them, are doing almost as much 
harm as people who are against trade-marks as an institution and would like to do 
away with them entirely.” 

It was pointed out by Mr. Rogers that if trade-marks and brand names are used 
long enough in news articles or general literature without correct typographical 
treatment, as if they were not trade-marks and brand names, they may become terms 
of general description. Some people mistakenly use the valid trade-mark “Kodak” 
as the name of hand cameras generally; “Frigidaire” synonymously with refrig- 
erators ; “Time” as the name of news magazines ; “Victrolo” as a generic name for 
phonographs; “Technicolor” to describe color movies generally, et cetera. 

Some of the United States courts have taken the position that the practice of 
newspapers in printing a trade-mark with a small initial letter is evidence that the 
writer is using that word in a generic sense and not in a trade-mark sense, regardless 
of the fact that the word may be registered as a valid trade-mark of some manufac- 
turer. Indeed, in 1936 a court? stated: 


It, therefore, makes no difference what efforts or money the DuPont Company ex- 
pended in order to persuade the public that “cellophane” means an article of DuPont 
manufacture. So far as it did not succeed in actually converting the world to its gospel 
it can have no relief. 


Only recently a Canadian Court* stated: 


It is also alleged by the respondent that the mark “Frigidaire” is now in the public 
domain, and is used by members of the public as a word descriptive of refrigerators and 
refrigerating equipment generally. 


The Lanham Act (United States Trade-Mark Act of 1946) modified the doc- 
trine of the Cellophane case somewhat. The law‘ now is that a mark shall be deemed 
“abandoned”—“when any course of conduct of the registrant including acts of 
omission as well as commission, causes the mark to lose its significance as an indica- 
tion of origin.” Therefore, the Act would appear to impose an affirmative burden 
of vigilance on us as trade-mark owners. 

The phrase “including acts of omission as well as commission” may well make 
it necessary for the owner to take notice when writers, publishers or competitors 


* Released by the Editors’ and Publishers’ Information Committee of the United States 
Trade-Mark Association as part of its educational program on the proper typographical treat- 
ment of trade-mark. 

1. The Trade-Mark Reporter, Vol. 30, No. 7, September, 1946, 29 U. S. T. 4, Assoc. Bull. 10. 

2. DuPont Cellophane Co. v. Waxed Products Co., 85 F. 2d 75, 81. 

3. General Motors Corp. v. Bellows, Canada Law Reports (1948), Part III, p. 201. 

4. Lanham Trade-Mark Act, Sec. 45. 
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use his mark incorrectly. He is justified in taking action against those who mis- 
apply his trade-mark and caution those who use it through carelessness. 

The Eastman Kodak Company attempts to dispel the possible idea of the public 
that any camera is a “Kodak” by advertising “Only Eastman Makes the Kodak.” 
The Felt & Tarrant Manufacturing Company advertises: “If you want Comptom- 
eter—(please note the big initial )—it’ll have to be made by us.” The Coca-Cola 
Company has recently run institutional advertisements displaying both its trade- 
marks “Coca-Cola” and “Coke” with the legend “Ask for it either way—both trade- 
marks mean the same thing.” Cooper’s, owners of the trade-mark “Jockey,” have 
adopted a similar advertising program which tells the public “It’s a trade-mark ; It’s 
a Brand Name—It’s made by Cooper’s.” Ethyl Corporation emphasizes the im- 
portance of trade-marks by advertising “Trade-Marks of Nature,” the ads being 
prepared in cooperation with the American Museum of Natural History. Hiram 
Walker tells the public : “It’s good to know ‘Imperial’ is made by Hiram Walker.” 

Is this sufficient to remove any question of acquiescence by the trade-mark 
owner? Often the advertisement fails to reach various media of the reading pub- 
lic. Some trade-mark owners have adopted additional means of educating the pub- 
lishers and advertisers of their trade-mark rights. The Coca-Cola Company in 
1946 prepared a booklet “Highlights from the Lanham Act” which was sent to pub- 
lishers, editors, advertising copywriters and others who may have occasion to 
reproduce any trade-mark in point. Smith, Kline and French communicate with 
publishers who inadvertently fail to give proper trade-mark treatment to its trade- 
mark “Benzedrine.”* Numerous other manufacturers have adopted similar methods 
of cautioning the press. 

In fact, Mr. Frederick Moeller® recently advised export advertisers: 


The advertiser should also make it his business to do what alert trade-mark owners in 
America are doing. Watch dictionaries, Pharmacopoeias, tariff schedules, government 
statistics, the retail dealers, to make sure that your trade-mark is not used descriptively. 
If it is, you should register an emphatic protest. Insist that your trade-mark be 
capitalized, or placed in quotes, do not make a verb or an adjective out of it. If it is mis- 
spelled, see that it is spelled correctly the next time. Any responsible publisher will! 
cooperate with you. 


It is true that most newspapers cooperate, but there are some who become an- 
noyed. Such annoyance apparently arises out of a failure to understand or to ap- 


5. In the November, 1947, issue of Ebony there appeared a story headed “Meet the Real 
Lena Horne” in which “Benzedrine” (amphetamine sulfate F) was mentioned. 


In view of Ebony’s reputation for accuracy, and our appreciation of the difficulties presented 
by medical nomenclature, we are sure you do not mind our pointing out the following: 

“In the story referred to, the word ‘Benzedrine’ was spelled with a lower case b, the 
implication being that it is a generic or common name. Actually, ‘Benzedrine’ is our regis- 
tered trade-mark for this drug. Its generic or common name, and, therefore, properly not 
capitalized—is: amphetamine sulfate. 

“May we ask that if, in the future, you have occasion to mention this drug it may be 
referred to: either as Benzedrine—upper case B to indicate that the word is a trade-mark, 
or as—amphetamine sulfate—not capitalized. 

“We hesitate to bother you about this, but it is an important matter to us for business 
reasons, and, we believe, to you too in the interests of accuracy.” 


6. Export Sales Manager, Lehn & Fink Products Corp., in a speech June 30, 1948, before a 
meeting of the Export Advertising Association of New York. 
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preciate the significance of the point involved. Some publications do not realize 
that it is the duty of the trade-mark owner to be on the lookout for such errors, and 
in informing the unwary referrer, he is merely protecting his legitimate interests. 

It has been said that newspapermen should be the first to respect the dignity of a 
trade-mark.’ It is believed that the members of the press will have a more lively 
appreciation of trade-marks when reminded that their own trade-marks have been 
the source of much litigation. 


“Seventeen” 


The most recent litigation covering a trade-mark of a publisher involved the 
trade-mark “Seventeen.” A manufacturer of dresses, “with knowledge of the 
reputation which the magazine had at that time” adopted “Seventeen” as a trade- 
mark for dresses, ““seeking to trade on and take unfair advantage of the magazine’s 
fame, reputation and good-will.”* The Court’ protected the magazine and enjoined 
the use of trade-mark on dresses. The defendant attacked the plaintiff's trade- 
mark on the ground that it was descriptive and therefore invalid. This argument 
convinced one of the judges who wrote a dissenting opinion. Again in 1948, the 
publisher was forced to seek relief against the use of ““Miss Seventeen’”® for girdles. 
The majority opinion in discussing the risk of plaintiff’s reputation, included this 
statement: “We agree with the holding of the Eighth Circuit that the defendants 
cannot lawfully impose any such risk upon the plaintiff by appropriating its name 
‘Seventeen,’ because that name had come to indicate in the teen-age fashion field 
a sponsorship by or some relation to the magazine.” Yet there was one dissenting 
judge who would destroy the validity of the trade-mark “Seventeen.” 

The Commissioner of Patents has held that “Miss Seventeen” as applied to 
girdles is indicative of the character and style of the goods and cannot be regis- 
tered as a trade-mark.” He did state, however: “It is obvious that it (Seventeen) 
might be an arbitrary mark as applied to a publication such as that involved in the 
cases cited (those above), but might be descriptive as applied to an article of wear- 
ing apparel.”” This statement behooves every trade-mark owner to be diligent in 
maintaining the distinctiveness of his trade-mark. For despite the Commissioner’s 
statement there was published an application to register “Miss Seventeen’ for 
watches in the Official Gazette for July 6, 1948. 


“Esquire” 


Back in 1941 a bar in Miami was enjoined from using the name “Esquire” 
for its trade-name on the complaint of the publisher of the magazine Esquire.” 
In 1945 the owner of the celebrated trade-mark “Esquire” was successful in pre- 
venting the registration of its name by a manufacturer of hamburger molding 
machines, who wished to apply the well-known name to his machines.** However, 


7. Scott Greenwood, Nebraska Press Ass’n, Bulletin 6-21-48. 

8. Hanson v. Triangle Publications, 163 F. 2d 74, 76. 

9. Ibid. 

10. Triangle Publications v. Rohrlich, 38 T.-M. R. 516, 77 U. S. P. Q. 196. 
11. Ex Parte Miss Seventeen Foundations Co., 76 U. S. P. Q. 616. 

12. Esquire, Inc. v. Esquire Bar, 37 F. Supp. 875. 

13. Holly Molding Devices v. Esquire, Inc., 36 T.-M. R. 94. 
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in 1948 the registration of “Esquire” by a manufacturer of shoe polish was upheld 
over the objection of the magazine owner™ because the publisher had never had 
its mark on goods of the same descriptive properties as shoe polish. 


“Vogue” 


Various manufacturers have endeavored to apply this trade-mark to different 
goods over a period of years. As far back as 1919 another magazine was enjoined 
by the well-known magazine publisher from using the term “La Vogue Parisienne.’ 
The defendant claimed the plaintiff's trade-mark was descriptive and the court 
stated: “I do not believe that the word ‘Vogue’ as applied to the name of a maga- 
zine—is so descriptive as to include its use as a trade-mark at common law.” In 
1924 it was held that the use of “Vogue” on hats constituted unfair competition with 
the publisher of the magazine Vogue.”® 


“Times-Time” 


In the English case of Walter v. Ashton” the proprietors of The Times news- 
paper were held entitled to restrain the use of the words “The Times” on bicycles. 
According to the court the defendants’ conduct amounted to a representation that 
the plaintiffs were “reasonably connected” with the enterprise. The injury was 
seen in the probability of being exposed to injury to reputation as well as to 
liability and litigation. 

In 1939 the New York Federal Court held that the use of the phrase “The Voice 
of Time” on phonograph records was an infringement of plaintiff's (Time, Inc.) 
trade-mark “The March of Time” used in connection with radio news broadcasts 
and motion picture newsreels.” 

While the owners of the trade-mark “Seventeen,” “Esquire” “Vogue” and 
“Photoplay’’’ have been reasonably successful in protecting their trade-mark from 
infringers and attacks by infringers, others haven’t been so successful. 

It has been held that there can be no exclusive use of the trade-mark Post Dis- 
patch ;* College Comics did not nna College Humor ;** Modern Mechanics did 
not infringe Popular Mechanics ;**; Better Homes used as a trade-mark for lawn 
seed was permitted registration over the objection of the magazine publisher of 
Better Homes ;* and the publisher of Life had no cause of action for infringement 
against a cereal manufacturer who used “Life of Wheat” in the sale of a cereal 
product.” 


14. Esquire, Inc. v. Knomask Mfg. Co., 76 U. S. P. Q. 540. 
15. Vogue Co. v. Brentano’s (1919), 261 F. 420. 
16. Vogue Co. v. Thompson-Hudson Co., 300 F. 509. (See also: 6 F. 2d 875 and 12 F. 2d 
a C. D. 47 S. Ct. 98. 
(1902) 2 Ch. 282. 
18 Time, Inc. v. Barshay, 27 F. Supp. 870. 
19. Photoplay Pub. Co. v. La Verne jPub. Co., 269 F. 730. 
. Pulitizer Pub. Co. v. Houston Printing Co., 11 F. 2d 834. 
. Collegiate World Pub. Co. v. DuPont Publishing Co., 14 F. 2d 158. 
. Fawcett Publications v. Popular Mechanics, 80 F. 2d 194. 
. Meredith Publishing Co. v. O. M. Scott & Sons, 88 F. 2d 324. 
. Time v. Viobin Corp., 128 F. 2d 860. 
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In most of the above cases relief was denied because the trade-mark had become 
the name of a thing and not a particular thing. 

Newspapers and magazines can serve a purpose other than the media of adver- 
tising for trade-marked products by giving proper typographical treatment to 
trade-marks when they become newsworthy. They should be capitalized for they 
are as truly and properly names, as the name of the newspaper or magazine in which 
they appear. 

Judge Learned Hand has said: “The proprietary connotation—‘secondary mean- 
ing’—of a word of common speech is harder to create and easier to lose and its 
fringe or penumbra does not usually extend so far as that of a coined word. But 
that is a matter of proof and of that alone.”* This statement behooves every trade- 
mark owner, and particularly newspapers, to use trade-marks correctly. 


THE MEANING OF TRADE-MARKS* 


THESE FAMILIAR SYMBOLS ARE ESSENTIAL TOOLS oF INDUSTRY WHICH CREATE 
AND MAINTAIN Goop-WILL TowArp COMPANY AND PRODUCT 


Abraham S. Greenberg} 


Editorial Comment: The Editor of Trade-Mark Reporter reproduces this RCA house organ 
article “The Meaning of Trade-Marks” to illustrate to our members and readers how trade- 
mark owners can publicize their own trade-marks to their employees, stockholders, customers and 
business connections. Articles of this general “layman” type provide an excellent opportunity to 
talk to employees and consumers about a firm’s own trade-marks or service marks. The writer, 
a contributing editor of the Reporter, has used the trade-marks and service marks of RCA and its 
subsidiaries to illustrate basic trade-mark principles. 


Trade-marks, and the good-will they create are essential tools of industry, yet 
few laymen realize to what extent they are vital to the successful conduct of busi- 
ness enterprise. Rarely does the man-in-the-street appreciate their effect on the 
safety, health and buying confidence of the public. 

The devices used by business to keep its trade-marks in prominence are legion. 
Newspaper and magazine advertisements ; the lure of prize contests; radio network 
programs with their highly paid stars and well-known orchestras; car cards in 
trains and buses—these are only a few of the methods that are proving effective in 
perpetuating and strengthening trade-marks. 

Trade-marks by themselves do not sell goods, but properly exploited they create 
that highly valued business asset called good-will. Like a powerful magnet, good- 
will attracts the shopper and buyer to a specific product. Customers are already 
half-sold if they have acquired confidence in the integrity of the maker of a line 
of goods. Good-will engenders a sense of reliability. 

Trade-marks have a pedigree; they go far back to the days of the guild sys- 


25. Landers, Frary and Clark v. Universal Cooler Corp., 26 T.-M. R. 591, 85 F. (d) 46. 

* Reprinted from the October, 1948, issue of Radio Age. 

+ Trade-Mark attorney, Radio Corporation of America; Contributing Editor, The Trade 
Mark Reporter. 
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tem. Evidence shows that the ancient Babylonian and Egyption brickmakers ap- 
plied unique identification marks to their bricks. Roman craftsmen often applied 
their names to their products. In Germany, Venice and England, back in the 
fourteenth, fifteenth and sixteenth centuries, members of different guilds were 
placing their guild and personal marks on their respective goods. The bakers, 
printers, cutlers, clothmakers and leatherworkers of those times were controlled by 
extremely rigid guild rules. To fix responsibility for poor workmanship and to 
identify the particular craftsman’s work, it became the custom to apply an identi- 
fication device or symbol to a product. From these crude beginnings, where the 
mark was actually a symbol of liability, there evolved the asset trade-mark of 
the nineteenth and twentieth centuries. 


RED SEAL 


@unningham i 


RADIOMARINE RCA Vii Vio R 
VICTROLA SS 
RADIOTRON — 
Wortp wide 


NIRELE” Via RCA 


In our modern free and democratic society there is a vast importance in trade- 
marks. They are socially significant. Americans are trade-mark conscious people. 
Whether you are a factory worker, an office worker, middle class or wealthy, you 
shop and buy according to established brands. It makes little difference if you are 
highly educated or illiterate; your brand or trade-mark consciousness is of intense 
interest to small business and big business. 

The average purchaser likes the freedom to choose among well-known brands. 
A consumer survey showed that 85 per cent of all people readily recognized that 
the letters “GE” mean General Electric. The public readily recognizes and relies 
on our “RCA” trade-mark, and when broadcast listeners hear the familiar chimes 
on the radio they know at once that they are listening to their favorite “NBC” net- 


work. 
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Taking a closer look at the modern trade-mark, it quickly becomes evident that 
something new was added to the old guild system mark. Besides identifying the 
product, its origin, and guaranteeing a stable quality, the modern trade-mark adver- 
tises the product. Justice Felix Frankfurter put in very nicely in these words: 


The protection of trade-marks is the law’s recognition of the psychological function of 
symbols. If it is true that we live by symbols, it is no less true that we purchase goods 
by them. A trade-mark is a merchandising short-cut which induces a purchaser to select 
what he wants, or what he has been led to believe he wants. The owner of a mark 
exploits this human propensity by making every effort to impregnate the atmosphere of 
the market with the drawing power of a congenial symbol. Whatever the means em- 
ployed, the aim is the same—to convey through the mark, in the minds of potential cus- 
tomers, the desirability of the commodity upon which it appears. Once this is attained, 
the trade-mark owner has something of value. 


Trade-Mark Is a Property Right 


It is interesting to compare a trade-mark with such business values as patents, 
copyrights, trade secrets, “know-how,” the skill, experience and reputation of per- 
sonnel. Patents and copyrights are property rights which arise out of a grant by 
the government. Most of the assets of a business enterprise have a vitality and 
power of their own which permit them to function independent of the business. A 
trade-mark, however, is a property right which comes into existence only through 
use by its owner as a distinctive mark in connection with a given product. Once 
separated from the article or business to which it refers, the trade-mark becomes 
meaningless and will perish as a trade designation. 

A trade-mark may be said to be a distinctive word, emblem, symbol or device 
used to identify the maker or distributor of a given product. While trade-marks 
are protected by the courts, whether registered or not, state and federal trade-mark 
registration give substantial benefits to trade-mark owners. 

One of the highlights of this new Federal Trade-Mark law is the formal rec- 
ognition and registration of a service mark. These are marks used by laundries, 
cleaners, banks, insurance companies, radio broadcasters and others whose services 
are rendered interstate. A service mark means a mark used in the sale or advertising 
of services to identify the services of one person and to distinguish them from the 
services of others. They include without limitation the marks, names, symbols, 
titles, designations, slogans, character names, and distinctive features of radio or 
other advertising used in commerce. For example, the letters “NBC” and the 
chimes used in the broadcast service of National Broadcasting Company, the RCA 
monogram as used in the radio communication services of RCA Communications, 
Inc., the word “Radiomarine” used to indicate the services rendered by Radio- 
marine Corporation of America—all of these are service marks. 

The selection of a suitable trade-mark is not an easy task. It should not be a 
descriptive word, a geographical name, or in general any symbol or device which 
others may employ with equal truth and have an equal right to use for the same 
purpose. The mark should be searched in the U. S. Patent Office or other suitable 
search source to make sure that the desired mark is not similar to a prior mark. 
In brief, a good trade-mark or service mark is distinctive, has a psychological ap- 
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peal, is suitable for the product or service, is euphonious and is easy to remem- 
ber. 

From its formation in 1919, RCA has considered trade-marks one of its founda- 
tion stones. In this respect, General Sarnoff, only a short time ago, said: 

“RCA’s trade-marks are among its most valuable assets. They are a symbol 
of the intangible value of the ‘good-will’ between RCA and the public which we 
have painstakingly and at great cost built up over the years. No improper use ot 
trade-marks should be permitted to impair that investment in effort and expense.” 

How well the Radio Corporation of America, its divisions and sub-divisions 
have promoted their trade-marks is evidenced by recalling some of their symbols 
which through ceaseless reiteration have become household words both at home and 
abroad. “RCA,” “RCA Victor,” the familiar dog and phonograph “His Master’s 
Voice,” “Victrola,” “Radiotron,” “Red Seal,” “Via RCA” and “NBC.” Behind 
these widely advertised trade-marks and service marks stand the integrity and re- 
liability of the manufacturer, the distributor and the dealer. 

However, there is more to a trade-mark than merely coining it and promoting 
it. If it is to remain an asset, it must be zealously watched and protected. As it be- 
comes more valuable, it becomes more vulnerable. Many are the devices resorted 
to by an unscrupulous competitor in his attempts to promote his own wares by prey- 
ing on the glowing good-will of another. Courts have ruled repeatedly that the 
proprietor of good-will is entitled to “protection against one who attempts to deprive 
him of the benefits resulting from the same, by using his labels and trade-marks 
without his consent and authority.” 

While it is true that RCA from time to time has enriched the stockpile of every- 
day language with coined words such as iconoscope, kinescope, orthicon, loran, 
shoran, teleran, the Corporation’s basic marks are guarded with all the force that 
can be assembled. For these are the tireless salesmen of RCA. 
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A MANUFACTURERS’ TRADE-MARK POLICY* 
Henry B. Kingt 


One of the most distinctive features of the American scene is the trade-mark. 
Provocative and clever on occasions, subtle on others, sometimes annoying but 
almost always compelling of attention, trade-marks are today an integral part of our 
daily living. Developed and publicized at great cost by private industry they rep- 
resent a standard of value in a particular product originating from a single source, 
easily remembered and recognized and readily purchased. Because they enable the 
public to exercise a selection between the product of one manufacturer and that of 
another, trade-marks perform a most valuable function in our economy. They are 
the most important asset of any business. 

A few years ago the more enthusiastic proponents of a state controlled economy 
sponsored and worked untiringly to introduce a socialistic system of grade label- 
ing. Their efforts were an open and determined attack upon the trade-mark sys- 
tem. Fortunately businessmen and the public were awake to the danger and set 
down this attempt to destroy our brands. Grade labelers are still around but they 
are fewer in number and these are largely ineffectual. 

Today the threat to trade-marks comes from another direction. The great 
danger today is that manufacturers will, by their own actions, cause their marks to 
lose their significance. Whether it be through ignorance of the functions of a 
trade-mark, carelessness or inattention, valuable marks are being daily endangered. 
It would seem appropriate therefore that the purposes and functions of trade-marks 
as a basis for setting up our safeguards be reviewed. 

To the advertising executive a trade-mark represents valuable good-will result- 
ing from the outlay of considerable money in advertising. It is a symbol by which 
the advertiser may expect the public to return again and again to purchase a par- 
ticular article knowing that it comes from a single source. 

To the lawyer a trade-mark indicates a particular product of standard quality 
originating from a single source. 

It is these two concepts that must be kept in mind in considering problems and 
in formulating a trade-mark policy. 

Very often advertising campaigns to promote particular trade-marks or brands 
are undertaken without first checking thoroughly with competent counsel. This 
lack of coordinated action between the advertising department and counsel is often 
the first step on the road that leads to the loss of the trade-mark. This situation 
can be met in a variety of ways. If yours is a large corporation with many divi- 
sions it would be helpful to establish a trade-mark committee through which your 
legal, advertising and sales departments work in close cooperation. It may be nec- 
essary to place all trade-marks under the jurisdiction of a competent executive who 
is charged with authority over the advertising department and who would work in 


* Reprinted from the October 21, 1948, Brand-Names issue of the American Wool and Cot- 
ton Reporter. 
+ Secretary, the United States Trade-Mark Association; Editor, The Trade-Mark Reporter. 
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conjunction with trade-mark counsel. If your company has a great many marks, 
it would be advisable for you to obtain the services of an experienced trade-mark 
lawyer as house counsel to work with the advertising and sales departments. In 
any case the first step should be consultation with experienced counsel and a pro- 
gram for constant liaison between the attorney and the advertising department. 
Unfortunately too few organizations adopt these methods and most instances of 
trade-mark dilution do not come to the attention of the trade-mark attorney until 
the damage is done. 

It is, of course, impossible in a short article to discuss with detail the many ways 
in which trade-marks are lost. To do so would require a consideration of countless 
court decisions. However, the principal dangers can be pointed out and a number 
of warning signals set up that should be of assistance. 

The problem of protecting the trade-mark begins from the time the mark is 
selected. Failure to exercise proper care in selection gives rise to the use of a 
trade-mark fundamentally weak in the legal sense and readily subject to improper 
usage. 

Adopt trade-marks that consist of fanciful or arbitary words. Do not adopt 
trade-marks that are descriptive or geographical terms. If a company insists that a 
trade-mark convey a message, and this is often dangerous, adopt a suggestive mark 
rather than one that is descriptive. Never forget that in the contemplation of the 
law the trade-mark denotes origin of product. 

Do not select a trade-mark that may mislead or deceive the public. A deceptive 
or misleading trade-mark is one that leads the purchaser to believe the product 
meets a standard of quality or possesses ingredients not in fact present. 

Of course, marks which offend one’s good taste or are indecent or scandalous 
can never be adopted. If the trade-mark selected is used on a patented article be 
certain that the labels and advertising copy use descriptive language which will make 
it possible to recognize and select the goods without reference to the patented article 
or to the trade-mark. 

Be most careful and exhaustive in conducting trade-mark searches to determine 
if the trade-mark has already been adopted. Do not limit the search to your trade- 
mark alone but to similar marks. Search the Patent Office for registered trade- 
marks. The Lanham Trade-Mark Act provides that registration is constructive 
notice of the registrant’s claim of ownership. A company cannot plead innocence 
or good faith in adopting a mark so registered on the grounds that it lacked knowl- 
edge of such existing mark. 

In conducting the search of the Patent Office registrations do not limit it to an 
investigation of any one class. Trade-mark examiners recently have cited against 
applications for registration in one class, existing prior registrations in another, or 
associated class. 

Search as many sources of information as are available. Check with your trade 
association for trade-marks in use in your industry. There are thousands of trade- 
marks in use which have not been registered in the Patent Office. 

Remember that valid unregistered marks are afforded the protection of the courts. 
It is the use of a trade-mark not registration that confers proprietary rights. 
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In making the search check not only alphabetically but phonetically as well. The 
sound of a mark may be quite similar to another’s even though they begin with dif- 
ferent letters. All this is tedious and oftentimes expensive work but never lose 
sight that it is this careful attention to details that well may save the burden of an 
expensive court action and the possible loss of a trade-mark and the advertising 
dollars spent to promote it. 

When a firm sets out to adopt a trade-mark it would be well advised to give 
care and adequate time in preparing an office record of the steps taken in working 
up the mark. Prepare a memorandum that will serve as a case history of each 
mark. This memorandum should indicate the name of the party conceiving the idea 
of the trade-mark, the date when the organization first began to work up the trade- 
mark. Note the parties who designed the labels and keep copies of sketches. 

It is advisable to have some reference on file to appropriate book entries cov- 
ering first sales and advertising expenditures. Your accounting department can 
prepare duplicate invoices which will provide these references. Years later should 
a company be involved in litigation it may be called upon to produce evidence that 
not only was the mark adopted but that it was used on merchandise in interstate 
commerce. In this respect one would be foresighted to prepare a memorandum 
indicating the quantity and type of goods shipped, the particular brand used on the 
goods, the date of shipment and the name of the party to whom they were shipped. 
Have the shipping department verify this memorandum. 

Conduct yourself at all times as though some day your mark will be challenged 
and you will be called upon to prove by evidence properly vouched for and authenti- 
cated that what you claim to be the facts are indeed true. Act as though you were 
preparing your case in advance for the day when you will be called to defend your 
mark. 

Remember no matter how strong a trade-mark is at its adoption, it can through 
misusage lose its significance as an indication of origin. 

Constantly bear in mind that the trade-mark must (1) indicate a particular 
brand of product of (2) standard quality (3) originating from a single source. 

As seen, the greatest danger to a mark is from selection of a weak mark sus- 
ceptible to misusage resulting in loss of significance. Other factors that contribute 
to loss of trade-mark significance are the granting of permission to others to use 
the mark. Unless you are able to control the quality and character of the goods 
to which your trade-mark is affixed you are contributing to the loss of your trade- 
mark. Use of your trade-mark by another with your implied consent or by failure 
of you to exercise your rights of opposition will contribute to its loss. 

Because a trade-mark indicates a product of standard quality, any deteriora- 
tion of product quality or any substantial alteration in contents or formula seriously 
threatens the validity of that trade-mark. In determining what his trade-mark 
policy should be every trade-mark owner should quiz himself regularly on these 
four questions: 

Does the company’s advertising program employ the trade-mark to indicate to 
the trade and public that the goods come from a particular source? 

Is the advertising copy tending to make the trade-mark descriptive of the prod- 
uct rather than the brand? 
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Are others being permitted to use the mark in such manner as to constitute an 
abandonment of the trade-mark? 

As the owner of the trade-mark will it be possible to control the quality and 
other necessary characteristics of the product to which the trade-mark is affixed? 

Whenever the answer to any of these fours questions is negative or doubtful 
you are endangering your trade-mark. The protection of your trade-mark is a 
never ending task requiring constant vigilance and continuous policing. 


WHAT EXPORT ADVERTISERS AND THEIR AGENCIES SHOULD 
KNOW ABOUT TRADE-MARKS 


Frederick Moeller* 


Trade-marks have been used since the earliest times to distinguish the goods of 
one maker from those of another. Workers belonged to guilds and the guild mem- 
bers had their own private brands in addition to the guild marks so that the source 
of the goods could be readily identified and infringers and falsifiers punished. 
There always have been and there always will be people who want to trade on the 
good-will created by someone else and it is against these unscrupulous persons that 
trade-mark fight. 

In more recent times there has developed a philosophy in certain places that 
holds that a trade-mark is a monopoly and as such ought to be destroyed or at least 
made available for everybody’s use. This sort of thing would mean that instead of 
a brand of beans you would just get beans, or sugar, bread, raisins, toothpaste, 
medicines and not your favorite brands that you have learned to trust. You can 
imagine what a mess of porridge this would be. It is so utterly fantastic that it 
ought not to merit even passing attention were it not for the fact that this kind of 
warped thinking is a sinister and determined force that we must combat. 

It is this trend that I would like to discuss with you today and to examine 
what application it may have in the field of foreign advertising. The advertiser and 
the advertising agency in the domestic field are well aware of this threat and they 
are beginning to realize how terribly important it is that their advertising and all 
their promotional effort carry certain indications that unmistakably get across to the 
purchasing public that it is a branded product they are offering. 

You undoubtedly have heard the expression that a trade-mark has become 
generic or has fallen into the public domain. When that happens, for all practical 
purposes you stop selling your particular brand of beans because anybody may use 
your trade-mark, or what was your trade-mark as the descriptive name of their 
product. The extraordinary thing about this whole development is that you may 
have brought it upon yourself by careless treatment of your trade-mark. This has 
happened to so many people in the United States that the advertiser and his legal 
department are getting their heads together so that they can apply a little preventive 


* Export Sales Manager, Lehn & Fink Products Corp. Member of the Board of Directors, 
The United States Trade-Mark Association. 
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medicine to their remaining trade-marks. But the advertising department and the 
advertising agency often think that the legal department is a good pain in the neck, 
something that has been especially designed to thwart an already harassed section 
of the business with a lot of absurd legal requirements that will distract from the 
appearance of the advertisements and confuse the reader. I am here to tell you 
that this is not so and that if legal advice had been followed in the past some famous 
trade-marks would still be alive. 

Marks become generic or fall into the public domain for various reasons. It 
happens more easily to some products than to others. It happens most easily and 
frequently with patented articles. When a patent is granted it is a monopoly for a 
limited period of time and at the expiration of the patent anyone may use it. If 
a trade-mark has been used during the life of the patent without a descriptive term 
with it, the trade-mark is likely to be considered the descriptive term at the expira- 
tion of the patent and everyone starts using it. Because you either have not used a 
descriptive term or because you have not taught the public that there is a descriptive 
name for your branded product, because you have not made it clear from the be- 
vinning that it is a branded article, your mark becomes generic and that is just 
another way of saying descriptive of the goods. 

The advertiser is beginning to learn that when he patents an article he should 
coin a descriptive name for it in addition to his brand name or trade-mark. Thus, 
at the expiration of the patent he can throw the descriptive name to the dogs and 
retain his trade-mark to indicate his particular brand. But this is not true of 
patented articles only. Paradoxical as it may seem, if a trade-mark is so well 
advertised that it becomes so fixed in the public mind that it means a particular 
type of article as well as a brand the danger of the mark being declared generic 
exists. In other words, you popularize the product to the point where everybody 
shares your property with you. Now this is a proposition with which we most em- 
phatically do not hold but it indicates the trend. The advertiser and the advertis- 
ing agency must sit down with the legal adviser and decide upon a course of con- 
duct that will arrest this trend. They must go further—they have to watch the 
situation from day to day and that is why so many firms are now setting up within 
their own organizations a department that is saddled with the responsibility of pass- 
ing upon these problems. 

The trend that I have so briefly described has not yet made itself felt in many 
foreign countries. It is more evident in the United States and other English speak- 
ing countries which have a different legal concept than the Latin nations. How- 
ever, marks have become generic in countries outside of the English speaking group 
and there is plenty of trade-mark misuse by dealers, public, and the trade-mark 
owners themselves, all of which gradually lead to the pitfalls we are trying to avoid. 
There are some countries that are becoming even more stringent than the United 
States in their requirements of what constitutes a fanciful trade-mark. Many coun- 
tries are no longer applying the strict statutory principles but they are applying 
equitable principles in settling trade-mark cases. These equitable principles and 
rules of unfair competition are applied particularly in the English speaking nations. 
We are glad that we have these princples and do not cite them to criticize them in 
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any sense but to show that their gradual adoption by nations that have a different 
basic legal concept is further evidence that the same nations will also get around to 
adopting some things that we do, that are undesirable. Consider how many coun- 
tries take their cue from our legislation in food and drugs, how advertising copy 
must be passed upon by the Health Departments of numerous countries. All these 
things convince me that while no serious danger may exist to our trade-marks at 
present, that we ought, nevertheless, anticipate the trend by starting now to edu- 
cate the reading and listening public to distinguish a trade-mark or brand from a 
descriptive term so that the trade-mark owner protects his property right and the 
public is protected against the unfair competitor. 

The way to do this is to use a descriptive term along with your trade-mark 
Indicate the trade-mark character by using the statutory notices such as Registered 
Trade-mark or Marca Registrada, whether there is any compulsion about it or not. 
There is no compulsion whatever to use R in a circle or Reg. U. S. Pat. Off. in 
American advertisements but most everybody is doing it because it gets across to 
the reader that the mark is registered as your property. No one can claim ignor- 
ance if you have put them on notice. I would suggest using your trade-mark in one 
style of lettering all over so that the mark becomes fixed in the public mind. It 
is surprising how suspicious the purchaser is in some countries. The slightest 
deviation is highly suspect in some countries. Do not hesitate to use your cor- 
porate signature in your advertisements to identify it with your trade-mark. In 
cases where your mark may have some inherent weakness, do not hesitate to say, 
“X is the registered trade-mark of X company.’”’ Be sure to show your package in 
the advertising. If you do not use color advertisements explain what color to look 
for, such as the brown bottle in the yellow carton bearing the trade-mark X. 
This is particularly important if you are on the air because the public cannot see 
your package. The distinctiveness of your package is a much a trade-mark as the 
technical trade-mark by which the product is demanded. 

The advertiser should also make it his business to do what alert trade-mark 
owners in America are doing. Watch dictionaries, Pharmacopoeias, tariff schedules, 
government statistics, the retail dealers, to make sure that your trade-mark is not 
used descriptively. If it is, you should register an emphatic protest. Insist that 
your trade-mark be capitalized, or placed in quotes, do not make a verb or an adjec- 
tive out of it. If it is misspelled, see that it is spelled correctly the next time. Any 
responsible publisher will cooperate with you. If dealers substitute your products 
go after them promptly. Do not dismiss infringements lightly and find years later 
that there is no legal remedy open to you because you have slept on your rights. 

You may think that this is carrying protection to the extreme. Perhaps so, but 
a dictionary is considered authority to the public, a Pharmacopoeia is authority to 
a druggist. I ran across an Englishman in Japan one time who applied the law of 
england in a certain trade-mark matter because he did not know the law of Japan. 
Courts often refer to dictionaries and the legal profession often refer to them as an 
indication that a mark appears to be generic. 

A few days ago I looked through one of the leading Latin American Drug Trade 
magazines. There were dozens of advertisements but only a few carried any indi- 
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cation of trade-mark ownership and in some cases I had a little trouble deciding 
what the trade-mark was. I was particularly impressed with one advertisement 
because there was more than one trade-mark in it, but each trade-mark was accom- 
panied by the trade-mark notice. This adveritisement was that of a large American 
manufacturer which lost one of its famous trade-marks not so long ago, partly 
through the kind of carelessness that I have been telling you about. Some of the 
advertisements carried the American trade-mark notice Reg. U. S. Pat. Off. which 
of course has no legal significance in those countries nor any meaning to the reader. 
Very few had a notice in Spanish, such as Marca Registrada. 

I know of no country except Chile that demands or makes compulsory the use 
of the statutory trade-mark notice in advertisements. In all other places it is per- 
missive and strictly speaking you do not have to use it. I recommend these pre- 
cautions because I think they are wise. Everytime that you do one of these things 
you are helping to educate the dealer and the public that they are dealing with a 
piece of your property and that you are not going to let it be fooled around with. 
There is no doubt that once the article is sold it is no longer yours, but the promise 
that is implied in the trade-mark, that you are the source and that you guaranteee 
the quality is a continuing property right. It was the Supreme Court of the United 
States that said, ““The ownership of the good-will remains unchanged notwithstand- 
ing the commodity has been parted with.” 

If you do not follow all of the precautionary measures that | have outlined, it 
will not be fatal to your trade-mark. It is the complete omission of these measures, 
particularly in certain cases, that may prove fatal. 

The advertising agency that has to work under these conditions should not be 
annoyed with the client or client’s counsel because of the imposition of what ap- 
pears on the surface as legal technicalities. A centralized control of legal matters 
is just as important today as a centralized control of advertising. Any centralized 
control gives you an over-all concept that is basically sound wherever you take it. 

The advertiser should also bear in mind that a trade-mark is a form of prop- 
erty that should not be treated lightly when commercial propositions are considered. 
Any commercial change that affects the source of the goods, that involves local 
manufacturing, royalty agreements, subsidiaries, requires a careful study of the 
trade-mark picture. Trade-marks should not be airily assigned. These things must 
be done in accordance with the law and statements made have to be in accord with 
the facts. The laws concerning these things vary with different countries and what 
to do in a particular case depends entirely upon the facts in that case. 
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PART II 


LELORD KORDEL v. UNITED STATES OF AMERICA 
U. S. Supreme Ct.—November 22, 1948 


Foop, DruG AND CosMEtic ACT—MISBRANDING—PARTICUAR INSTANCES 

Where drugs and literature having common origin and destination were shipped separately, 
held that the drugs were misbranded under Federal Food, Drug and Cosmetic Act. 

Literature used in sale of the drugs held an essential supplement to the label and prod- 
ucts and labels held interdependent. 

Literature relating to the efficiency of the drugs, separately shipped, held to be matter 
“accompanying such article.” 

Fact that some of the booklets carried a selling price held immaterial on the facts shown. 


On writ of certiorari to Court of Appeals for the Seventh Circuit. 

Prosecution for violation of the Federal Food, Drug and Cosmetic Act. Defend- 
ant convicted appeals. Affirmed. 

Present: Vinson, Ch. J.; Black, REED, FRANKFURTER, DouGLas, Murpuy, 
Jackson, RUTLEDGE and Burton, JJ. 


Arthur D. Herrick for petitioner. 
Philip B. Perlman, solicitor-General (Alexander M. Campbell, Assistant Attorney- 


General; Philip Elman, William W. Goodrich and Bernard D. Levinson with 
him on the brief), for respondent. 


Mr. Justice DouGLas: 


This case and United States v. Urbuteit, decided this day, are here on certiorari 
to resolve a conflict among the circuits in the construction of the Federal Food, 
Drug and Cosmetic Act of June 25, 1938 (52 Stat., 1040, 21 U. S. C., Section 301 
et seq.). 

Kordel is charged by informations containing twenty counts of introducing or 
delivering for introduction into interstate commerce misbranded drugs. He was 
tried without a jury, found guilty and fined $200 on each count. This judgment 
was affirmed on appeal (164 F. 2d, 913). 

Kordel writes and lectures on health foods from information derived from 
studies in public and private libraries. Since 1941 he has been marketing his own 
health food products, which appear to be compounds of various vitamins, minerals 
and herbs. The alleged misbranding consists of statements in circulars or pamphlets 
distributed to consumers by the vendors of the products, relating to their efficacy. 
The petitioner supplies these pamphlets as well as the products to the vendors. 
Some of the literature was displayed in stores in which the petitioner’s products 
were on sale. Some of it was given away with the sale of products; some sold 
independently of the drugs, and some mailed to customers by the vendors. 

It is undisputed that petitioner shipped or caused to be shipped in interstate 
commerce both the drugs and the literature. Seven of the counts charged that the 
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drugs and literature were shipped in the same cartons. The literature involved 
in the other counts was shipped separately from the drugs and at different times— 
both before and after the shipments of the drugs with which they were associated. 
The question whether the separate shipment of the literature saved the drugs from 
being misbranded within the meaning of the act presents the main issue in the case. 

Section 301 (a) of the act prohibits the introduction into interstate commerce of 
any drug that is adulterated or misbranded.* It is misbranded according to Section 
502 (a) if its “labeling is false or misleading in any particular,” unless the labeling 
bears ‘‘adequate directions for use” (Section 502-f). The term labeling is defined in 
Section 201 (m) to mean “all labels’ and other written, printed, or graphic mat- 
ter (1) upon any article or any of its containers or wrappers, or (2) accompanying 
such article.” Section 303 makes the violation of any of the provisions of Section 
301 a crime.* 

In this case the drugs and the literature had a common origin and a common 
destination. The literature was used in the sale of the drugs. It explained their 
uses. Nowhere else was the purchaser advised hom to use them. It constituted an 
essential supplement to the label attached to the package. Thus, the products and 
the literature were interdependent, as the Court of Appeals observed. 

It would take an extremely narrow reading of the act to hold that these drugs 
were not misbranded. A criminal law is not to be read expansively to include what 
is not plainly embraced within the language of the statute (United States v. Resnick, 
299 U. S., 207; Kraus & Bros. v. United States, 327 U. S., 614, 621-622), since 
the purpose fairly to apprise men of the boundaries of the prohibited action would 
then be defeated (United States v. Sullivan, 332 U. S., 689, 693; Winters v. New 
York, 333 U. S., 507). But there is no canon against using common sense in read- 





1. Section 301 in relevant part reads as follows: 

“The following acts and the causing thereof are hereby prohibited: 

(a) The introduction or delivery for introduction into interstate commerce of any food, drug, 
device, or cosmetic that is adulterated or misbranded. 

(b) The adulteration or misbranding of any food, drug, device, or cosmetic in interstate 
commerce. 

(c) The receipt in interstate commerce of any food, drug, device, or cosmetic that is adul- 
terated or misbranded, and the delivery or proffered delivery thereof for pay or otherwise. . 

(k) The alteration, mutilation, destruction, obliteration, or removal of the whole or any 
part of the labeling of, or the doing of any other act with respect to, a food, drug, device, or 
cosmetic, if such act is done while such article is held for sale after shipment in interstate com- 
merce and results in such article being misbranded.” 

2. The term label is defined as a “display of written, printed, or graphic matter upon the im- 
mediate container of any article.” (Sec. 201-k.) 

3. “Sec. 303. (a) Any person who violates any of the provisions of Section 301 shall be 
guilty of a misdemeanor and shall on conviction thereof be subject to imprisonment for not 
more than one year, or a fine of not more than $1,000, or both such imprisonment and fine; 
but if the violation is committed after a conviction of such person under this section has become 
final such person shall be subject to imprisonment for not more than three years, or a fine of 
not more than $10,000, or both such imprisonment and fine. 

(b) Notwithstanding the provisions of subsection (a) of this section, in case of a violation of 
any of the provisions of Section 301, with intent to defraud or mislead, the penalty shall be im- 
prisonment for not more than three years, or a fine of not more than $10,000, or both such 
imprisonment and fine.” 

The information, in charging violations of Section 301 (a), did not allege that the acts 
committed were done “with intent to defraud.” Hence the maximum penalty was that pro- 
vided in Section 303 (a), viz., imprisonment for not more than a year, or a fine of not more than 
$1.000, or both. Prosecution by information was therefore authorized by the statute (see Duke v. 
United States, 301 U. S., 492) and by Section 7 (a) of the Rules of Criminal Procedure. 
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ing a criminal law, so that strained and technical constructions do not defeat its pur- 
pose by creating exceptions from or loopholes in it (see Roschen v. Ward, 279 
U. S., 337, 339). 

It would, indeed, create an obviously wide loophole to hold that these drugs 
would be misbranded if the literature had been shipped in the same container but 
not misbranded if the literature left in the next or in the preceding mail. The high 
purpose of the act to protect consumers who under present conditions are largely 
unable to protect themselves in this field* would then be easily defeated. The admin- 
istrative agency charged with its enforcement’ has not given the act any such re- 
stricted construction.° The textual structure of the act is not agreeable to it. 
Accordingly, we conclude that the phrase “accompanying such article” is not re- 
stricted to labels that are on or in the article or package that is transported. The 
first clause of Section 201 (m)—all labels “upon any article or any of its contain- 
ers or wrappers’ —clearly embraces advertising or descriptive matter that goes with 
the package in which the articles are transported. The second clause—“accompany- 
ing such article” has no specific reference to packages, containers or their contents 
as did a predecessor statute (see Seven Cases v. United States, 239 U. S., 510, 513, 
515). It plainly includes what is contained within the package whether or not it is 
“upon” the article or its wrapper or container. But the second clause does not say 
“accompanying such article in the package or container,” and we see no reason 
for reading the additional words into the text. 

One article or thing is accompanied by another when it supplements or ex- 
plains it, in the manner that a committee report of the Congress accompanies a bill. 
No physical attachment one to the other is necessary. It is the textual relationship 
that is significant. The analogy to the present case is obvious. We need not labor 
the point. 

The false and misleading literature in the present case was designed for use in 
the distribution and sale of the drug, and it was so used. The fact that it went in 
a different mail was wholly irrelevant whether we judge the transaction by purpose 
or result. And to say that the prior or subsequent shipment of the literature dis- 
proves that it “is” misbranded when introduced into commerce within the meaning 
of Section 301 (a) is to overlook the integrated nature of the transactions estab- 
lished in this case. 

Moreover, the fact that some of the booklets carried a selling price is imma- 
terial on the facts shown here. As stated by the Court of Appeals, the booklets and 
drugs were nonetheless interdependent ; they were parts of an integrated distribu- 
tion program. The act cannot be circumvented by the easy device of a “sale” of 
the advertising matter where the advertising performs the function of labeling. 

Petitioner points out that in the evolution of the act the ban on false advertising 


ae See United States v. Dotterweich, 320 U. S., 277, 280; United States v. Sullivan, supra, 
p. ‘ 

5. See Section 701 and Section 201 (c), 1940 Reorg. Plan No. IV, Section 12, 54 Stat., 231, 
5 U.S. C., Section 133 (u). 

6. The Federal Security Agency by regulation (21 C. F. R. Cum. Supp., Section 2.2) has 
ruled: “Labeling includes all written, printed, or graphic matter accompanying an article at any 
time while such article is in interstate commerce or held for sale after shipment or delivery in 
interstate commerce. 
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was eliminated, the control over it being transferred to the Federal Trade Commis- 
sion (52 Stat., 114, 15 U. S. C., Section 55a). We have searched the legislative 
history in vain, however, to find any indication that Congress had the purpose to 
eliminate from the act advertising which performs the function of labeling. Every 
labeling is in a sense an advertisement. The advertising which we have here per- 
forms the same function as it would if it were on the article or on the containers or 
wrappers. As we have said, physical attachment or contiguity is unnecessary under 
Section 201 (m) (2). 

There is a suggestion that the offense in this case falls under Section 301 (k) 
of the act, which includes misbranding of a drug while it is held for sale after ship- 
ment in interstate commerce.’ Since the informations contain no such charge, it is 
therefore claimed that the judgment must be reversed. We do not agree. Section 
301 (k) has a broad sweep, not restricted to those who introduce or deliver for 
introduction drugs in interstate commerce® (see United States v. Sullivan, supra). 
Nor is it confined to adulteration or misbranding as is Section 301 (a) (id.). It is, 
however, restricted to cases where the article is held for sale after shipment in inter- 
state commerce ; and, unlike Section 301 (a), it does not reach situations where the 
manufacturer sells directly to the consumer (cf. United States v. Urbuteit, supra). 
Hence, we conclude that we do not disturb the statutory scheme when we refuse to 
take from Section 301 (a) what is fairly included in it in order to leave the mat- 
ter wholly to the service of Section 301 (k). The reach of Section 301 (a) is in 
this respect longer. Such a transfer to Section 301 (k) would create a new hiatus 
in the act, and thus disturb the pattern which we discern in it. 

We have considered the other objections tendered by petitioner and find them 
without merit. 

Affirmed. 


Mr. Justice BLAck, with whom Mr. Justice FRANKFuRTER, Mr. Justice Mur- 
pHy and Mr. Justice JACKSON concur. 

I agree with the court’s interpretation of Section 52 (a) and Section 201 (m) of 
the Pure Food and Drug Act. These sections considered together provide a defi- 
nition for the “misbranding” of drugs. I agree that a drug is misbranded within 
the meaning of the statute if false and misleading written, printed or graphic matter 
is either placed upon the drug, its container or wrappers, or used in the sale of the 
drug as a supplement to the package label to advise consumers how to use the 
drug. I agree that false labels may, within the meaning of the statute, “accompany” 
that is go along with, a drug on its interstate journey, even though not in the same 
carton, on the same train, in the same mail or delivered for shipment the same day. 

sut these agreements do not settle all the problems in this case. 

The Pure Food and Drug Act does not purport to make all misbranding of 
drugs within the foregoing definition a federal offense. Congressional power to 


7. See note 1, supra. ‘ 
_ & The purpose of Section 301 (k) was described in H. Rep. No. 2139, 75th Cong., 3d 
Sess., 3 (1938), as follows: 

“In order to extend the protection of consumers contemplated by the law to the full extent 
constitutionally possible, paragraph (k) has been inserted prohibiting the changing of labels so 
as to misbrand articles held for sale after interstate shipment.” 
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pass the act is based upon the commerce clause. Consequently, misbranding is only 
an offense if the misbranded drugs bear the statutorily defined relationships to 
interstate commerce. For illustration, if a person misbranded a drug which had not 
been and was not thereafter introduced into interstate commerce, there would be no 
violation of the federal act, whatever violation there might be of state law. 

As we pointed out in United States v. Sullivan (332 U. S., 689), the Pure Food 
and Drug Act creates several offenses each of which separately depends upon the 
relationship the misbranded drug then bears to interstate commerce. Section 301 
(a) forbids the “introduction or delivery for introduction into interstate commerce” 
of misbranded drugs; Section 301 (b) forbids misbranding while the drugs are “in 
interstate commerce” ; Section 301 (c) prohibits the “receipt” of such drugs in inter- 
state commerce, and Section 301 (k) forbids misbranding while drugs are “held for 
sale after shipment in interstate commerce.” 

The twenty counts of the information upon which this petitioner’s conviction 
rests charge that he had introduced drugs into interstate commerce, and that “when” 
he so introduced the drugs they were “misbranded .... in that... . statements ap- 
pearing in... . bulletins and booklets accompanying” the drugs “were false and 
misleading.’”” (Emphasis supplied.) The undisputed evidence as to thirteen of 
these counts showed that when the drugs were “introduced” into interstate com- 
merce for shipment they were not within any fair meaning of the word “accom- 
panied” by the printed matter relied on as “labeling.” The evidence under one 
count was that the drugs were shipped July 10, 1942, while the booklets said to be 
“labels” were sent a year and a half later, January 18, 1944. Thus, each of these 
counts charged a violation of the separate and distinct offense of introducing mis- 
branded drugs into interstate commerce prohibited by Section 301 (a). The evi- 
dence proves the offense, if any, of violation of Section 301 (k), which prohibits the 
misbranding of drugs while held for sale after an interstate shipment. 

The court’s interpretation of Section 301 (a) seems to me to create a new 
offense to make it a crime to introduce drugs into interstate commerce if they should 
subsequently be misbranded, even so long as 18 months later while held for sale. 
This judicial action is justified in part on the ground that the offense Congress 
created in Section 301 (k) for holding misbranded drugs for sale after interstate 
shipment might not reach all situations covered by the Congressionally created 
offense defined by Section 301 (a). If, as the court believes, Congress in Section 
301 (k) has limited the situations for which it will direct punishment for holding 
misbranded articles for sale. I cannot agree that we should rewrite section 301 (a) 
so as to broaden its coverage. If Congress left a hiatus, Congress should fill it if it so 
desires. While I do not doubt the wisdom of separating these offenses as Con- 
gress has here done, we must remember that there are dangers in splitting up one 
and the same transaction into many offenses (see Blockberger v. United States, 
284 U. S., 299, 304-305). 

These are serious offenses. While petitioner was fined only $200 on each count, 
or a total of $4,000, the maximum allowable punishment was $1,000 per count and 
imprisonment for one year, or for three years under other circumstances (Section 
303-a). The approach of Congress in this field of penal regulation has been cautious. 
The language used by Congress in the present law in defining new offenses has 
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been marked by precision. I think we should exercise a similar caution before 
reading into the “introduction to interstate commerce” offense conduct which 
patently fits into the ‘held for sale” offense. 

I would reverse the judgment here in so far as it rests on the thirteen counts 
in which the government charged offenses under Section 301 (a) and failed to prove 
them. 





PHILCO CORPORATION v. F. & B. MFG. CO. 
No. 9474—C. C. A. 7—December 3, 1948 


TRADE-MARKS—TEST OF INFRINGEMENT—GENERAL 

Under 1946 Act, cause of action for infringement exists if the colorable imitation of 

plaintiff's mark is likely to cause confusion or mistake or to deceive purchasers as to the 
« source of origin of goods or services. 

Plaintiff has the burden of proving such likelihood of confusion; and in making out this 
proof, whether the goods are of similar character is not the determining factor, but the 
presence or lack of such similarity is pertinent to the question whether likelihood of confusion 
as to source exists. 

APpPEALS—EFFECT OF TRIAL Court FINDINGS—GENERAL 

Federal Appellate Court held not at liberty to disturb findings of fact unless as a matter of 
law the trial court’s interpretation of the evidence was clearly erroneous. 

The evidence of record held ample support for trial court’s finding that there is no 
likelihood of confusion as to origin of the goods. 

TRADE-MARKS—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 

Automotive ignition replacement parts held not competitive with radios and radio appli- 
ances. 

TRADE-MARKS—SCOPE OF PROTECTION—GENERAL 

Distinctive marks used as trade-marks will be broadly protected but general words used 
as trade-marks for a large number and variety of products will be protectable only within 
the range of their use on similar goods and not as applied to articles of different descrip- 
tions. 

TrRADE-MARK INFRINGEMENT—LIKELIHOOD OF CONFUSION—EVIDENCE 

Plaintiff’s attempted proof of likelihood of confusion held insufficient. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—PERSONAL NAMES 

Defendant will be entitled to continue use of family name “Filko” on goods held non- 
competitive with goods sold by plaintiff under its trade-mark “Philco.” 


Appeal from Northern District of Illinois. 
Trade-mark infringement suit by Philco Corporation against F. & B. Mfg. Co. 
Plaintiff appeals from judgment dismissing complaint. Affirmed. 


Edward S. Rogers, William T. Woodson, and Beverly W. Pattishall, of Chicago, 


Ill., for plaintiff. 
John A. Marzall and Lloyd C. Ragt, of Chicago, Ill., for defendant. 


Before Sparks, Chief Judge, Kerner, Circuit Judge, and LinpLey, District 
Judge. 
Linptey, D. J.: 


Its suit for infringement of trade-mark, having resulted in judgment for defend- 
ant, plaintiff appeals. 
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In its complaint, plaintiff averred that defendant is engaged in distribution of 
automotive ignition parts, including condensers, relays, switches, starter repair 
parts, coils and distributors under the brand name “Filko” ; that this name is a color- 
able imitation of plaintiff’s registered trade name ‘“Philco”; that defendant’s mer- 
chandise is of substantially the same descriptive properties as plaintiff’s products as 
described in plaintiff's several trade-mark registrations, and that the continued use 
of the name ‘“Filko” is likely to result in such confusion as to cause defendant’s 
goods to be passed as those of plaintiff. 

Defendant answered that John Filko, an executive officer of defendant, en- 
tered business as a tool and die-maker for himself in 1923, in Chicago, and shortly 
thereafter, with one Bohm, engaged in the manufacture of automotive ignition 
replacement parts; that the partnership continued for 2% years under the trade 
name of F. & B. Mfg. Co.; that from 1926 to 1937, Filko was sole owner of and 
conducted the business under the same trade name; that in 1937 he formed a new 
partnership under the same name with one Rapp, which persisted until June, 1946, 
when the defendant corporation F. & B. Mfg. Co. was formed; that, while he was 
in business alone doing business as F. & B. Mfg. Co., Filko adopted and applied his 
name to the automotive ignition replacement parts which he manufactured and has 
since successfully continued the business; that, during all of said time, the repair 
parts were known as “Filko” parts ; that neither he nor the company has dealt in any 
other character of product except some metal-stamping; that plaintiff’s trade-mark 
“Philco” has been used in connection with radios and their appliances and never in 
connection with replacement ignition parts. 

The Trade-Mark Act of 1946, Title 15, Section 1051 U. S. C. A., is deter- 
minative of the rights of plaintiff. As announced by this court in California Fruit 
Growers Exchange v. Sunkist Baking Co., 166 F. 2d 971 [38 T. M. R. 188], the 
Act of 1905 was repealed by the Act of 1946. Under the earlier act, a remedy 
was granted to the owner of a trade-mark when any person colorably imitated his 
mark ‘in connection with the sale of merchandise of substantially the same descrip- 
tive properties as those set forth in such registration.” The present act provides 
that a cause of action for infringement exists if the colorable imitation “is likely 
to cause confusion or mistake or to deceive purchasers as to the source of origin 
of such goods. ...”’ The Supreme Court has held that in the case of marks sus- 
ceptible of legitimate uses with respect to their primary sense, the reproduction, 
copy or imitation which constitutes infringement must be such as is calculated to 
mislead the public with respect to the origin or ownership of the goods and thus to 
invade the right of the registrant to the use of the name or term as a designation 
of*his merchandise. Thaddeus Davids Co. v. Davids, 233 U. S. 461. In other 
words, it was incumbent upon plaintiff to prove that defendant has made a colorable 
imitation of its registered trade-mark, which is likely to cause confusion as to the 
source of origin of the goods. In making out this proof, whether the goods are of 
similar character is not, under the present act, the determining factor, but presence 
or lack of such similarity is a circumstance pertinent to the issue of whether there 
exists imitation which is likely to cause confusion as to the source of origin. With 
that standard in mind we approach the issue presented. 

The court found that Filko is the surname of one of defendant’s officials; that 
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defendant has never dealt in any goods such as those manufactured by plaintiff or 
mentioned in the “Philco” registrations; that defendant does not sell to the same 
class of persons as those to whom plaintiff sells but distributes its automotive igni- 
tion repair parts directly to wholesalers, jobbers and service stations or garages, 
while plaintiff, through its distributors, sells radios and radio parts to the consumer ; 
that plaintiff advertises in publications reaching consumers while defendant ad- 
vertises only in trade journals addressed to the automotive industry ; that plaintiff 
and defendant are not in competition; that “Filko” is not a colorable imitation of 
‘‘Philco,” and that no confusion exists or is likely to exist. 

These are findings of fact based upon evidence produced before the trial court, 
in part controversial in character. Several witnesses appeared ; of their credibility 
the court had full opportunity to judge as they testified in open court. In such a 
situation we are not at liberty to disturb the findings of fact unless we can say as a 
matter of law that the court’s interpretation of the evidence is clearly erroneous. 

We think there can be no dispute that in general the goods of plaintiff and 
those of defendant are not in competition. The evidence clearly supports the finding 
that defendant is a manufacturer of automotive ignition repair parts sold to jobbers 
and dealers for replacement of defective parts in automobile ignition systems, not 
intended to and not offered as having any utility in the installation of radios or 
other equipment manufactured by plaintiff or the products mentioned in the trade- 
mark registrations. So far as the facts of this cause are concerned, such of plain- 
tiff's products as are used in automobiles are usually sold in connection with radios 
installed in automobiles and having nothing to do with and are not intended to be 
used in repair of defective ignition parts of the motive power unit of the car. The 
latter parts, defendant’s products, include stationary and movable electrical parts in 
the automobile ignition system serving to carry a current of electricity, so operating 
as to cause and control ignition of the gas in the motor, thus producing the explo- 
sions necessary to operation of an internal combusion engine. Furthermore, defend- 
ant’s products are intended and utilized for replacement only and, inasmuch as 
different manufacturers of different makes of automobiles employ different kinds 
of ignition systems, the manufacture of necessary repair parts covers a wide field in 
order to embrace not only different automobile manufacturers but, frequently also, 
different models of each manufacturer. Defendant makes no devices for initial 
equipment or installation. It contributes nothing to the original make-up of the 
ignition system. It produces only parts designed to repair worn out or defective 
parts of an already installed ignition system. While it is entirely probable that 
some of defendant’s articles might be used in an electrical hook-up with some of 
plaintiff's parts manufactured for use in radio attachments, there is no testimony 
that they were ever so actually used or that it is practical so to use them or that 
there is any likelihood that they will ever be so used. 

Plaintiff's goods are sold widely to the general public. Its advertising is by radio 
or popular magazine and newspaper advertising. Defendant’s products are sold to 
men in industry who desire repair parts for ignition plants in automobiles, and it 
advertises in trade journals to reach jobbers, garages and service stations. Defend- 
ant’s parts are not sold as substitutes for parts in plaintiff’s products. The packages 
of the two parties do not look alike. There is no resemblance between them, either 
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upon a casual observation or upon a more careful scrutiny—one is green, the other, 
blue. We think this and other evidence, which we think is unnecessary to reit- 
erate, furnishes ample ground for the court’s finding and conclusion to the effect 
that plaintiff and defendant were not in competition but were appealing to different 
groups of the public and reaching entirely different markets, with no reasonable 
likelihood of confusion. A distinctive mark or name will be broadly protected as 
a trade-mark, but general words or names, which have been applied to and used 
and registered as trade-marks for a large number and variety of products, will be 
protected only within the range of use on similar goods. Pease v. Scott County 
Milling Co., D. C. Mo., 5 F. 2d 524. The mere fact that one person has adopted 
and used a trade-mark on his goods does not prevent the adoption and use of the 
same or a similar trade-mark by others on articles of a different description. Wal- 
green Drug Stores v. Obear-Nester Glass Co., 113 F. 2d 956 [30 T. M. R. 477] 
(C. C. A. 8), certiorari denied 61 S. Ct. 174, 311 U. S. 708, 85 L. Ed. 459, rehear- 
ing denied 61 S. Ct. 391, 311 U. S. 730, 85 L. Ed. 475. See, also, Certain-Tced 
Products Corporation v. Philadelphia & Suburban Mortgage Guarantee Co., 49 
F. 2d 114 (C. C. A. Pa. 1931). Thus a food products trade-mark is not infringed 
by its use by manufacturer of tobacco, a narcotic. Beech-Nut Packing Co. v. P. 
Lorillard Co., 7 F. 2d 967 (C. C. A. 3), affirmed 273 U. S. 629. Where a trade- 
mark was registered for “chemicals, medicines and pharmaceutical preparations” 
relief was denied against its use on cigars. Peninsular Chemical Co. v. Levinson, 
247 F. 658. See also Gotham Silk Hosiery Co. v. Narrow Fabric Co., 102 F. 2d 
407 [29 T. M. R. 235] ; Nieman v. Plough Chemical Co., 22 F. 2d 73 (C. C. A. 6, 
1927), certiorari denied 277 U. S. 603. 

In a few isolated instances, upon which plaintiff relies to prove likelihood of 
confusion, persons were employed by plaintiff to approach certain dealers and ask 
for “Philco” ignition parts for a certain model of a DeSoto automobile. There 
are no “Philco” parts for repairs of ignition systems. The dealers, obviously know- 
ing that such parts were made, not by Philco, but Filko, properly served the pur- 
chaser by supplying him with the proper repair parts for the ignition set-up of a 
DeSoto automobile of the model inquired about. This is far short of proof of at- 
tempt to sell “Filko” ignition repairs in place of something which “Philco” manu- 
factured. The evidence in this respect is far from convincing and certainly insuf- 
ficient to substantiate a decision upon our part that the court’s findings of fact in this 
respect was clearly erroneous. Indeed, we think the evidence amply supports the 
finding that there is no likelihood of confusion as to the source of origin. See Gold 
Dust Corporation v. Hoffenberg, 87 F. 2d 451 [27 T. M. R. 205] (C. C. A. 2); 
Gotham Silk Hosiery Co. v. Narrow Fabric Co., 102 F. 2d 407 [29 T. M. R. 235]; 
Nieman v. Plough Chemical Co., 22 F. 2d 73 (C. C. A. 6); Thomas Kerfoot and 
Co. v. Louis K. Liggett Co., 67 F. 2d 214 (C. C. A. 1); Rytex Co. v. Ryan, et al., 
126 F. 2d 952 [32 T. M. R. 195] (C. C. A. 7). 

Plaintiff asserts that the court should have found that defendant was seeking 
to justify its action by an unauthorized use of the family name Filko. We think 
it clear from what we have said that there was no colorable imitation in marking 
any merchandise likely to cause confusion as to the source of origin. It should be 
abserved in this connection that the use of one’s name in his business is proper 
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unless it is so used as fraudulently to cause likely injury to his competitor. Thus 
the Supreme Court said, in Brown Chemical Co. v. Meyer, 139 U. S. 540, 544: “A 
man’s name is his own property and he has the same right to its use and enjoyment 
as he has to that of any other species of property. If such use be a reasonable, 
honest and fair exercise of such right, he is no more liable for the incidental damage 
he may do a rival in trade than he would be for injury to his neighbor’s property 
by the smoke issuing from his chimney, or for the fall of his neighbor’s house by 
reason of necessary excavations upon his own land. These and similar instances are 
cases of damnum absque injuria.” To similar effect is Singer Mfg. Co. v. June Mfg. 
Co., 163 U. S. 169, 187. 

For many years last past, Filko has employed his name as designating the name 
of his ignition repair parts; the record is devoid of evidence of any application of 
that name by defendant to any goods such as those manufactured by plaintiff. Thus, 
as we have said, the court’s finding that the parties are not in competition is sup- 
ported by adequate evidence. Defendant’s activities have been confined to a field 
entirely isolated from that occupied by plaintiff. Being in two entirely different 
fields of activity, there can be no confusion of source of origin. 

The judgment is affirmed. 





FRUIT GROWERS CO-OPERATIVE v. M. W. MILLER & COMPANY, 
ET AL. 


No. 9552—C. C. A. 7—November 18, 1948 


ApPEALS—REVIEW OF TRIAL Court FINDINGS—EVIDENCE 
Findings of trial court as to public confusion held not supported by evidence of record. 
UNFAIR COMPETITION—SCOPE OF PROTECTION—GENERAL 
The trial court having found that plaintiff is not entitled to exclusive use of geographic 
term “Sturgeon Bay,” defendants may use the words in any manner they choose so long as 
they do not deceive the public. 
Labels of the parties held not confusingly similar. 
Plaintiff held to have failed to prove any unfair competition. 
CourTS—PLEADING AND PracticE—Score oF INJUNCTIVE RELIEF 
Plaintiff, in its complaint and at the trial, having complained only of defendants’ use 
of the words “Sturgeon Bay” and having neither complained of nor asked for relief against 
the design of defendants’ label, held that the trial court erred in enjoining defendants from 
using label design. 


Appeal from Eastern District of Wisconsin. 

Unfair competition suit by Fruit Growers Co-operative against M. W. Miller 
& Company, Sturgeon Bay Distributing Co., and M. W. Miller. Defendants’ appeal 
from judgment for plaintiff granting injunction. Reversed. 


Lougee Stedman, of Sturgeon Bay, Wis., for plaintiff. 
S. L. Wheeler, of Milwaukee, Wis., and Robert Prentiss Stebbins, of Green Bay, 
Wis., for defendants. 


Before Sparks, Chief Judge, Minton, Circuit Judge, and Linptey, District 
Judge. 
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LINDLEY, D. J.: 


Plaintiff brought suit against defendants for infringement of the trade-mark 
“Sturgeon Bay” as applied to containers of red cherries, and for unfair competition. 

Plaintiff, engaged principally in the business of packing, canning and handling 
red sour cherries, sells its produce in various areas throughout the United States. 
The defendants include two Wisconsin corporations, of which the other defendant, 
M. W. Miller is president, manager, and principal stockholder. Defendants are 
likewise engaged in packing, canning and selling cherries. Both parties have their 
places of business at Sturgeon Bay, Wis., the county seat and principal city of Door 
County, Wis. 

The complaint alleged that plaintiff owns the trade-mark “Sturgeon Bay,” duly 
registered by its predecessor in the United States Patent Office; that defendants 
have infringed the trade-mark by placing labels bearing the name Sturgeon Bay in 
prominent letters on cans containing fresh or processed red sour cherries, and by 
selling the product so labeled in interstate and intrastate commerce ; that, by reason 
of plaintiff's long experience and great care in conducting its business, the high 
quality of its cherries sold under the name Sturgeon Bay has become widely known 
in the United States; that the name has acquired a secondary meaning, so that 
Sturgeon Bay has come to be recognized in the market as designating cherries of 
outstanding quality which, as a result have commanded extensive sales in various 
parts of the United States; that, notwithstanding plaintiff’s long enjoyment of the 
registered trade-mark, defendants have sold red sour cherries in containers, the 
labels on which bear in prominent letters the name Sturgeon Bay, thereby deceiving 
and misleading purchasers and consumers into believing that defendants’ cherries 
are cherries sold by plaintiff as Sturgeon Bay cherries and of the same quality as 
Sturgeon Bay cherries sold by plaintiff and purchased by such consumers; that the 
cherries so marketed by defendants from the 1945 crop were of inferior quality, by 
reason whereof the general esteem and reputation accorded to plaintiff’s cherries 
has been injured and plaintiff will suffer further and irreparable injury unless de- 
fendants are prohibited from further marketing cherries as Sturgeon Bay cherries. 
Plaintiff prayed that defendants be permanently enjoined from infringing the trade- 
mark of plaintiff and from continuing to sell cherries having & label or cover on the 
container which uses as part of its descriptive matter the name Sturgeon Bay. 

The District Court found that the mark “Sturgeon Bay” is merely a geographical 
name descriptive of the place where the cherries are produced; that the words have 
not acquired a secondary meaning, and that, therefore, the trade-mark is invalid. 
However, the court found defendants guilty of unfair competition and enjoined 
them, (1), from using the name “Sturgeon Bay” in large letters on its labels; (2), 
from using a picture of the cluster of cherries such as had been used by plaintiff ; and 
(3), from using the words “Sturgeon Bay” on labels printed in letters larger than 
one-third the size of the letters of the words “All Star” or other brand names of de- 
fendants. Plaintiff has not appealed from that part of the judgment holding its 
trade-mark invalid; the only appeal is that of defendants from the judgment find- 
ing them guilty of unfair competition. 

Basically, the facts are that, over a period of more than thirty years, Sturgeon 
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Bay cherries have come to be known as high quality cherries grown in the Sturgeon 
Bay area. Their quality is due, apparently, to the unique climatic and soil condi- 
tions in that area. From 1917 to date, various canners, including defendants, have 
marketed such cherries under the descriptive name “Sturgeon Bay Cherries,” in 
conjunction, however, with various brand names. In 1925, plaintiff's predecessor 
used the words “Sturgeon Bay.” Since that time, plaintiff has been selling most 
of its cherries under the brand name of “Sturgeon Bay Brand.” Defendants, since 
1934, have been selling under their brand name of “All Star Brand,” appearing at 
the top of their label. Underneath this brand name, however, in comparatively 
large letters, appear the words “Sturgeon Bay” and “Cherries.’”” The name of the 
packer, “M. W. Miller & Co.,” appears near the bottom of the label. 

The crux of the unfair competition charge is that the words, “Sturgeon Bay” 
appearing on defendants’ label is confusing and deceptive in that consumers are led 
to believe that defendants’ cherries are in fact plaintiff's “Sturgeon Bay Brand” 
cherries. The only parol evidence offered in support of confusion is found in the 
deposition of one Vivian M. Brown and the testimony of one Dorothy Jean Bing- 
ham. Miss Brown, a dietitian at a hospital, is in charge of buying food for her 
employer. She testified that she ordered “Sturgeon Bay Cherries” from a salesman 
for a wholesale grocer, specifying “Sturgeon Bay Cherries’; that she did not 
“especially” look at the cans when she placed them on the hospital shelves; that at 
the time she placed the cherries on the shelves she believed they were “Sturgeon Bay 
Cherries” ; that she thought there were two kinds—one packed by the Fruit Growers 
and one by Reynolds ; that she thought she bought the Fruit Growers; that she had 
merely ordered “Sturgeon Bay Cherries” ; that, when she ordered them, she asked for 
“Sturgeon Bay Cherries” ; that she didn’t ask for “Sturgeon Bay Brand”; that she 
had never specified “Sturgeon Bay Brand.” The testimony of Dorothy Bingham, 
a housewife, was that the brand names she purchased were “Sturgeon Bay Fruit 
Growers,” or “Sturgeon Bay” cherries; that she had bought at times, “All Star 
Brand,” and “Reynolds Brothers,” that in 1945 she purchased some of No. 2 canned 
cherries ; that they were labeled ; that at the time of the purchase she did not exam- 
ine the label closely ; that she went into a self-serving grocery, picked the cherries 
from the shelf, took them to the counter, carried them home and put them in her 
cupboard; that several weeks later she noticed that the can was the “All Star 
Brand” of Mr. Miller; that at the time of the purchase the can was on the middle 
shelf, below eye level; that she was looking for fruit, which was very scarce at that 
time ; that the name “Sturgeon Bay” and the red fruit on the label took her eye as 
she was scanning the shelves, and that she then “just picked the can off the shelf.” 

Upon this evidence, the District Court found that both women “purchased 
canned cherries packed by defendants and bearing their label, believing, as the 
result of defendants’ manner of use of the name ‘Sturgeon Bay’ that they were pur- 
chasing cherries packed by plaintiff.” 

We think the finding is not supported by the evidence. The first witness, clearly, 
did not arrive at any erroneous belief because of defendants’ manner of use of their 
label. On the contrary, she did not order the cherries on the basis of any label at 
all but ordered them from a salesman of a grocer. When asked if she looked at 
the cans when they were placed on the shelf, she said, “not especially.” When 
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asked “‘what made you think you had Fruit Growers Co-op. cherries” she replied 
“because I had ordered Sturgeon Bay Cherries.” Clearly, such evidence does not 
show confusion or deception because of defendants’ use of the words “Sturgeon 
Bay” on their label. She merely asked for Sturgeon Bay Cherries, and that is 
what she got. If she thought she was getting plaintiff's “Sturgeon Bay Brand” her 
confusion was not due to anything appearing on defendants’ label. 

Mrs. Bingham was asked, “at the time of the purchase, did you examine the 
label closely at all?” She replied, ““No, I didn’t.” She then went on to say that 
she “was looking, as usual, for fruit, which was very scarce at that time, and 
the name ‘Sturgeon Bay’ and the red fruit on the label took my eyes as I was scan- 
ning the shelves.” She testified that when she took the can from her cupboard to 
open it she noticed it was not plaintiff’s label. Once again, we fail to see how it 
could be said that defendants’ label deceived the consumer. As fruit was scarce, 
the witness was surprised to see cherries in the store. She purchased them without 
examining the label closely, but when she started to open the cari, she readily saw 
that it bore defendants’ and not plaintiff’s label. This is far short of confusion or 
deception. 

The District Court has made a final adjudication that plaintiff is not entitled to 
the exlusive use of the descriptive words “Sturgeon Bay.” This means that defend- 
ants may use the words in any manner they choose, so long as they do not deceive 
the public. As the court said in Allen B. Wrisley Co. v. Iowa Soap Co., et al., 122 
F. 796 at 798: 


. ... The duty is imposed upon every manufacturer or vendor to so distinguish the 
article he makes or the goods he sells from those of his rival that neither its name or its 
dress will probably deceive the public or mislead the common buyer. He is not, however, 
required to insure to the negligent or the indifferent a knowledge of the manufacture or 
the ownership of the articles he presents. His competitor has no better right to a monopoly 
of the trade of the careless and indifferent than he has, and any rule of law which would 
insure it to either would foster a competition as unfair and unjust as that promoted by 
the sale of the goods of one manufacturer as those of another. One who so names and 
dresses his product that a purchaser who exercises ordinary care to ascertain the sources 
of its manufacture can readily learn that fact by a reasonable examination of the boxes 
or wrappers that cover it has fairly discharged his duty to the public and to his rivals, and 
is guiltless of that deceit which is an indispensable element of unfair competition. (Em- 
phasis added. ) 


In Reynolds & Reynolds Co. v. Nordick, et al., 114 F. 2d 278 (C. C. A. 10), the 
court said, at page 281: 


The grievance of plaintiff is that defendants simulated its forms, and in doing so 
engaged in unfair trade practice. Deceit is the basis of an action of this character. The 
principle underlying unfair trade practice cases is that one manufacturer or vendor is 
palming off his merchandise as that of another, Singer Manufacturing Co. v. June Manu- 
facturing Co., 163 U. S. 169, 16 S. Ct. 1002, 41 L. Ed. 118; Elgin National Watch Co., 
2. Illinots Watch Co., supra; Standard Paint Co. v. Trinidad Asphalt Co., supra; Kellogg Co. 
v. National Biscuit Co., 305 U. S. 111, 59 S. Ct. 109, 83 L. Ed. 73 [28 T. M. R. 509]. 

These forms are not protected by copyright or patent. In the absence of such protec- 
tion, plaintiff has no exclusive right to their use. They belong to the public and are open to use 
by the defendants or any one else, and the enjoyment of that right by defendants carries 
with it only the obligation to identify their products in such manner that they will not rea- 
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sonably be taken for those of plaintiff. Kellogg Co. v. National Biscuit Co., supra. And it is 
not necessary that they so designate their merchandise that careless or indifferent buyers 
will not fail to know their source. Instead they are required only to mark or designate 
them in such manner that purchasers exercising ordinary care to discover whose products 
they are buying will know the truth and not become confused or mistaken. Allen B. Wris- 
ley Co. v. lowa Coal Co., 8 Cir., 122 F. 796; Turner & Seymour Manufacturing Co. v. 
A. & J. Manufacturing Co., 2 Cir., 20 F. 2d 298. (Emphasis added.) 


The mere fact that defendants prominently display the words “Sturgeon Bay”’ 
on their labels, whereas other canners who are competitors of plaintiff use the 
words in a smaller type does not mean that defendants have been guilty of unfair 
competition. As previously noted, the testimony of Miss Brown and Mrs. Bingham 
iails to disclose confusion. Moreover, we fail to see how any purchaser, exercising 
ordinary care, could be deceived. The only similarity in plaintiff and defendants’ 
labels is that both use the words “Sturgeon Bay.” At the top of deefndants’ label, 
their brand name, “All Star Brand” appears in prominent letters, and at the bot- 
tom of the label the packer’s name appears. While neither the brand name nor the 
packer’s name is in as large letters as the words “Sturgeon Bay,” they are certainly 
prominent enough to be noticed by the ordinary purchaser. In fact, the evidence 
of plaintiff’s own witnesses discloses that as soon as they looked at the label they 
experienced no difficulty in ascertaining that the cherries they had purchased were 
defendants’ and not plaintiff’s product. The two labels are in no wise similar. Plain- 
tiff’s is red; defendants’ have a predominant blue background. Plaintiff’s is 
labeled “Sturgeon Bay Brand’; defendants’ “All Star Brand,” “Sturgeon Bay 
Cherries” ; plaintiff’s lettering is white ; defendants’ yellow and light blue. The only 
similarity is that both call for Sturgeon Bay Cherries. Upon that name, as the 
court found, no one can have a monopoly. The language of the Supreme Court in 
Canal Co. v. Clark, 80 U. S. 311, is pertinent: “If the public are led into mistake, 
it is by the truth, not by any false pretence. If the complainants’ sales are dim- 
inished, it is because they are not the only producers of Lackawanna coal, and not 
because of any fraud of the defendant.”’ See also Kellogg v. National Biscuit Co., 
305 U.S. 111 [28 T. M. R. 569]. As this court said in Elgin National Watch Co. 
v. Illinois Watch Co., 179 U. S. 665: “The word ‘Elgin’ is and has been for very 
many years the name of a well known manufacturing city in Illinois. The factory 
and business of appellees were located at Elgin, and in describing their watch cases, 
as made there, it is not denied that they told the literal truth so far as that fact was 
concerned, and this they were entitled to do according to the general rule. Ob- 
viously to hold that appellant had obtained the exclusive right to use the name ‘Elgin’ 
would be to disregard the doctrine characterized by Mr. Justice Strong, in Canal 
Company v. Clark, as sound doctrine, ‘that no one can apply the name of a district 
or country to a well known article of commerce, and obtain thereby such an ex- 
clusive right to the application as to prevent others inhabiting the district or deal- 
ing in similar articles coming from the district, from truthfully using the same des- 
ignation.’ ’’ We quote again from Canal Co. v. Clark, supra: “Could such phrases, 
as ‘Pennsylvania wheat,’ ‘Kentucky hemp,’ ‘Virginia tobacco,’ or ‘Sea Island cotton,’ 
be protected as trade-marks ; could anyone prevent all others from using them, or 
from selling articles produced in the districts they describe under those appellations, 
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it would greatly embarrass trade, and secure exclusive rights to individuals in that 
which is the common right of many.” See also Coffman v. Castner, et al., 87 F. 437 
(C. C. A. 4). 

We conclude from the decisions that there was failure of proof of any unfair 
competition. The evidence is clearly within that of certain decisions of this court. 
Wilhartz v. Turco Products, 164 F. 2d 731 [38 T. M. R. 195]; Soy Food Mills v. 
Pillsbury, 161 F. 2d 22. 

That part of the judgment enjoining defendants “from using the picture of the 
cluster of cherries such as had been used by the plaintiff” was based upon the finding 
that defendants had wrongfully used a cherry cluster, a vignette, on the labels on 
their 30-pound cans of cherries copied from the label plaintiff used on its 30-pound 
cans. Yet plaintiff in its complaint and during the trial complained only of defendants’ 
use of the words “Sturgeon Bay.” It never averred that the use of the vignette was 
wrongful and asked for no relief with reference to the design. Rather, it prayed that the 
court enjoin infringement of the trade-mark and from using a label “which uses as a 
part of its descriptive matter the name Sturgeon Bay.” In fact, the label around which 
the trial centered, defendants’ No. 2 can label, does not contain the vignette. In its brief 
and in oral argument before this court, plaintiff stated that it is not complaining 
about the dress of defendants’ label, but that defendants were guilty of unfair com- 
petition because of their prominent use of the words Sturgeon Bay. Since the par- 
ties have never been at issue concerning the wrongful use of any vignette, we think 
that it was improper for the trial court to enjoin defendants from using any such 
design. 

Defendants have argued other alleged errors upon the part of the District Court, 
but, in view of our conclusions, it is unnecessary to discuss them. 

The judgment of the District Court is reversed. 





METROPOLITAN OPERA ASSOCIATION, INC. v. METROPOLITAN 
OPERA ASSOCIATION OF CHICAGO, INC., Et At. 


No. 48 C301—U. S. D. C. N. D. Ill—November 29, 1948 


TRADE NAMES—SECONDARY MEANING—PARTICULAR INSTANCES 

The terms “Metropolitan” and “Met” held to have acquired secondary meaning, identifying 
plaintiff, when used in connection with opera. 

TravE NAMES AND UNFAIR CoMPETITION—DEFENSES—GENERAL 

Fact that the infringing name is corporate name “bestowed by the state” upon defendant, 
held no defense. 

Haselton Boiler Co. v. Hazelton Tripod Boiler Co., 142 Ill. 494, distinguished. 

TRADE NAMES AND UNFAIR CoMPETITION—BAsIsS OF RELIEF—GENERAL 

“Palming off” doctrine held no longer law in Illinois. 

Likelihood that the public may be confused, by defendant’s use of the name “Metropolitan” 
and believe that defendant is in some way connected with or sponsored by plaintiff, held con- 
trolling factor in granting relief. 

TraDE NAMES AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 

Plaintiff having acquired secondary meaning rights in the name “Metropolitan” and its 


abbreviation “Met,” when used in connection with opera, held entitled to an injunction re- 
straining defendant from using it as the name of an operatic organization. 
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Unfair competition suit. Judgment for plaintiff granting injunction. 


Haight, Goldstein & Hobbs (George I. Haight, of counsel), of Chicago, Ill., and 
Lauterstein & Brown (Lincoln W’. Lauterstein, of counsel), of New York, N. Y., 
attorneys for plaintiff. 

Russell & Bridewell (David A. Bridewell, of counsel), and Maurino R. Richton, of 
Chicago, Ill., attorneys for defendant. 


Hottey, D. J.: 


Plaintiff, a New York corporation, filed its complaint seeking to restrain defend- 
ant from using its corporate name. 

There is little controversy as to the facts. Plaintiff and its predecessor, an unin- 
corporated association, have for over sixty years been giving operatic performances 
of the highest quality. These productions have been given at its home, the Metro- 
politan Opera House in New York and, for several years after its New York winter 
season was finished, it has given operatic performances in various cities including 
Philadelphia, Washington, Hartford, Albany, Boston, Hartford, Baltimore, Cleve- 
land, Chicago, Atlanta, New Orleans, St. Louis, Milwaukee and Dallas. It has 
also conducted Saturday afternoon broadcasts over a nation-wide net work present- 
ing grand opera with singers of international fame. Its operatic performances are 
given under the name Metropolitan Opera Association and it and its performances 
are referred to generally throughout the country as “Metropolitan Opera,” “Metro- 
politan” and the “Met” and those names have become identified in the public mind 
with the plaintiff and its productions. 

Plaintiff charges a fee for attendance upon its performances, but that income is 
not sufficient to sustain it and it relies heavily upon voluntary contributions from 
music lovers all over the country including Chicago and Illinois. 

In its operatic and radio productions plaintiff has presented singers and conduc- 
tors of world-wide fame so that in the United States and to an extent in Europe it 
is considered the greatest opera company in the world. 

Defendant is an Illinois corporation organized in June, 1947. It adopted the 
name it now bears, the testimony shows, after first choosing the name IIlinois Opera 
Association, Inc., but when the incorporators filed their petition with the Secretary 
of State they were informed that the name had already been adopted by another 
corporation. Some conversation was had with a clerk in the office of the Secretary 
of State who suggested the name Metropolitan. The suggestion was accepted, the 
petition amended and articles of incorporation issued giving the name defendant now 
bears. 

Defendenat’s organization was promoted by one Nicola Berardinelli, a baritone 
singer, who has been successfully teaching music in Chicago for some years and 
who had a good reputation both as a singer and pedagogue. He does not propose 
to put on operatic performances on the scale of those of plaintiff but rather, as he 
says, aims to have one star for each performance, the remainder of the cast to con- 
sist of pupils of his or other teachers, thus giving the members an opportunity to 
qualify as operatic singers and obtain engagements in other and perhaps greater 
companies, possibly even with plaintiff. At present he has no intention of giving 
performances other than in Chicago and other Illinois towns. 
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The evidence clearly shows that the term “Metropolitan” or “Met” when used 
in connection with opera has acquired a secondary meaning and is held generally 
to mean the plaintiff; that the use of the name by the defendant in giving opera 
will cause confusion and amount to a fraud on the public. It may be that defendant 
has no conscious intent of defrauding but that will be the result whether intentional 
or unintentional. 

Defendant contends that plaintiff as a foreign corporation may not restrain its 
use in Illinois of the corporate name the State has conferred upon it; that plaintiff 
will not be injured by defendant’s use of the name because, while plaintiff relies in 
part upon contributions from persons interested in opera and upon receipts from 
performances given in cities other than New York, contributions from Chicago 
have been negligible for several years and for the past two years no performances 
have been given here nor is there any evidence that any will be given; and relief such 
as prayed by plaintiff is granted only where one is “palming off” his goods as those 
of another, to the financial injury of the other. Confusion of the public, it is urged 
without financial hurt gives one no standing in a court of equity. Further they con- 
tend that Metropolitan is a generic and descriptive term of which plaintiff cannot 
have exclusive use. 

First: Does the fact that Metropolitan Opera Association of Chicago is the 
name obtained by defendant as its corporate name preclude the relief prayed by 
plaintiff? To sustain its contention that a foreign corporation may not contest 
defendant’s right to this name defendant relies upon Hazelton Boiler Co. v. Hazelton 
Tripod Boiler Company, 142 Ill. 494. 

Hazelton Boiler Company, a New York corporation, successor to a partnership 
bearing that name and to which the good-will of the partnership had been assigned, 
brought its action to restrain defendant, an Illinois corporation, and certain indi- 
vidual defendants including one Milton W. Hazelton, from using its, defendant’s 
corporate name, Hazelton Tripod Boiler Company, the name, “Hazelton Boiler” 
or the name Hazelton in their business of manufacturing and selling boilers. Milton 
Hazelton had invented the boiler manufactured by the plaintiff and for a time had 
been a partner in the firm manufacturing it in New York but later sold his interest 
in the firm to his other partners. He came to Illinois and with others commenced 
the manufacture and sale of a boiler to which they gave the name Hazelton. 
Neither concern put its boiler on the market but confined its business to custom- 
ers who purchased for their own use and all sales by each corporation were made on 
orders directed to either the New York or Chicago offices as the case happened to 
be. The Illinois corporation was created prior to the time the New York partners 
became incorporated. 

The Supreme Court held that there were two obstacles to the relief sought by 
the complainant, the first growing out of the fact that complainant was the junior 
corporation seeking to restrain the latter from the use of its corporate name, and 
the second arising from the position of the complainant as a foreign corporation 
seeking to contest with a domestic corporation the right of the latter to the corporate 
name “given it by the sovereignty which created it.” Further the court said that 
“complainant is in the attitude of a foreign corporation coming into this state and 
seeking to contest the right to the use of a corporate name which this state, in 





39T.M.R. MET. OPERA v. MET. OPERA OF CHICAGO 35 


furtherance of its own public policy and in the exercise of its own sovereignty has 
seen fit to bestow upon one of its own corporations. For such a purpose, a foreign 
corporation can have no standing in our courts.” 

In reaching this conclusion the court wholly ignored the realities of the situa- 
tion. It spoke of the creation of a corporation as though at that time a corporation 
was created by a special act of the legislature granting a special franchise. How 
corporations are really created and receive their names is illustrated by the case at 
bar. Certain individuals, under the provisions of a general statute, file the required 
documents in the office of the Secretary of State selecting a name of their own choos- 
ing, subject only to the exception hereinafter noted, and the Secretary of State, if 
the documents are in form and the parties have done the things required by the 
general statutes, issues a charter creating the corporation. In Illinois the statute 
provides only that the name shall not be deceptively similar to that of another 
corporation organized under or licensed to do business under the laws of this state. 
In this case the incorporators of defendant originally chose a name, Illinois Opera 
Company, deceptively similar to the name of another Illinois corporation where- 
upon a minor clerk in the office of the Secretary of State unidentified by any wit- 
ness, suggested the name defendant now bears. It would be straying far from 
fact to say that the name was bestowed by the state “in furtherance of its own pub- 
lic policy and in the exercise of its own sovereignty.” 

It might be thought that the court by the first statements it made concerning 
an attempt of the New York corporation to restrain the use by the Illinois company 
of its corporate name meant that under no circumstances could a foreign corpora- 
tion restrain the use by an Illinois company of its corporate name. But I do not 
think such a conclusion necessarily follows. The court found that there was no 
attempt by the Illinois corporation to palm off its goods as the goods of the New 
York concern, nor, considering the way the businesses were conducted by the 
parties, could there be any confusion in the minds of prospective purchasers as to 
which of the companies they were dealing with. This I think was the controlling 
circumstance in the case and upon which the decision was based. It was because 
there was no palming off of the goods of the defendant for those of the plaintiff 
that the court denied relief. And the palming off doctrine is now dead in Illinois. 
This subject will be further discussed later in this opinion. 

But even if Hazelton case might be construed as holding that a foreign cor- 
poration could never successfully contest the right of an Illinois corporation to use 
in Illinois the name set out in its charter of incorporation, I do not think that is 
the law in Illinois now. If a corporate name is still to be regarded as a name con- 
ferred by the state in furtherance of its own public policy and the exercise of its 
sovereignty, certainly no court would have the authority to restrain the corpora- 
tion from using that name. Yet in /nternational Y.W.C.A.v. Y.W.C. A., 194 Ill. 
194, the court enjoined the use by an Illinois corporation of the name under which 
it was incorporated. The facts were as follows: 

The plaintiff Young Women’s Christian Association of Chicago, a corporation, 
was one of a large number of associations, some incorporated and some not, which 
had operated in their respective localities under the names of “Women’s Christian 
Association” or “Young Women’s Christian Association” and which affiliated with 
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one another through biennial conferences known as “The International Conference 
of Women’s Christian Associations of the United States and British provinces,” 
the conferences being composed of delegates from the local organization. The ob- 
ject of the local organizations was the promotion of the religious, moral and temporal 
welfare of young women, and plaintiff maintained boarding houses, free medical 
dispensaries, a library and employment agency, etc., and was maintained in part at 
least, by contributions of money and goods by persons interested in its work. 

Differences arose in the conference as to whether local associations should be 
permitted representation in the conference unless the constitution of the local asso- 
ciation provide that voting membership in the local should be restricted to members 
in good standing in an evangelical church. When a proposal for such restriction 
of representation was voted down some of those who favored it withdrew and a 
new organization was formed and incorporated under the laws of the State of Illi- 
nois under the name “International Committee of Young Women’s Christian Asso- 
ciations.” Local organizations were formed, two in Chicago, one bearing the name 
“North Chicago Young Women’s Christian Association” and another “The West 
Chicago Young Women’s Christian Association.” Much confusion, the court found, 
had arisen from the similarity of the names and the Supreme Court sustained the 
action of the Appellate Court directing the Superior Court to grant a perpetual in- 
junction from using its corporate name, or any colorable imitation thereof. 

The court found no difficulty in holding that the defendant might be enjoined 
from using the corporate name bestowed by the State of Illinois. The theory on 
that subject advanced in the opinion in the Hazelton case can no longer be consid- 
ered law in Illinois. 

Second: It is urged by counsel for defendant that the plaintiff will not be injured 
by the operations of the defendant and therefore the injunction prayed by plaintiff 
is not the determining factor. 

It is true that in the Hazelton case the court, as it seems to me, held plaintiff 
was not entitled to relief almost entirely upon the fact that the manner of dealing 
by the parties was such that neither corporation was likely to get business intended 
for the other, that defendant corporation did not attempt to “palm off” its boilers 
as those of plaintiff. And the Circuit Court of Appeals of this circuit in Borden 
Ice Cream Co. v. Borden Condensed Milk Co., 201 Fed. 510, speaking through 
Judge Carpenter said: 


It has been said that the universal test question in cases of this class is whether the 
public is likely to be deceived as to the maker or seller of the goods. This, in our opinion, 
is not the fundamental question. The deception of the public naturally tends to injure 
the proprietor of a business by diverting his customers and depriving him of sales which 
otherwise he might have made. This, rather than the protection of the public against 
imposition, is the sound and true basis for the private remedy. That the public is de- 
ceived may be evidence of the fact that the original proprietor’s rights are being invaded. 
If, however, the rights of the original proprietor are in no wise interfered with, the decep- 
tions of the public is no concern of a court of chancery. American Washboard Co. v. 
Saginaw Mfg. Co., 103 Fed. 281, 43 C. C. A. 50 L. R. A. 609. 

Doubtless it is morally wrong for a person to proclaim, or even intimate, that his goods 
are manufactured by some other and well-known concern; but this does not give rise to a 
private right of action, unless the property rights of that concern are interfered with. The 
use by the new company of the name “Borden” may have been with fraudulent intent ; 
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and, even assuming that it was, the trial court had no right to interfere, unless the prop- 
erty rights of the old company were jeopardized. Nothing else being shown, a court of 
equity cannot punish an unorthodox or immoral, or even dishonest trader; it cannot en- 
force as such the police power of the state. 


But even then the “palming off” theory was not accepted by other Circuit Courts 
of Appeal. See British American Tobacco Co. v. British American Cigar Stores, 
211 Fed. 933, and it has been abandoned by both the Circuit Court of Appeals of 
this Circuit, Consumers Petroleum v. Consumers Co. of Illinois, 169 F. 2d 153, and 
by the Supreme Court of Illinois. 

In Jnternational Committee Y. W.C. A. v. Y. W.C. A., supra, the court said 
(p. 198): : 


The object, work, sources of support and field of labor each being substantially the 
same, and the name of appellee having been adopted and in use by it many years prior 
to the incorporation of the appellant, the appellant had no right to adopt as its corporate 
name one so similar to that of appellee, or to incorporate in its name words which 
would indicate to the public that it was the representative of appellee and the conference 
with which appellee is affliliated. 


And again (p. 201) 


We are of the opinion the Appellate Court properly held that the name of the appellant 
is so similar to the name of appellee and so arranged as to deceive and mislead the public 
into believing that the appellant is the appellee, or a committee or representative of appel- 
lee and the conference with which it affiliates, and properly directed the Superior Court 
to grant a perpetual injunction against the appellant restraining it from using the name 
“International Committee of Young Women’s Christian Associations,” or any colorable 
imitation thereof, etc., as prayed for in said original and supplemental bills. 


It was not because of expected financial loss to the plaintiff that the court en- 
joined the use by defendant of its corporate name, but the likelihood of the public 
being misled. 

In Lady Esther Ltd. v. Lady Esther Shoppe, 317 Ill. App. 451, plaintiff manu- 
factured and sold cosmetics only while defendant’s business was limited to the sale 
of corsets, brassieres, pocket books, costume jewelry and ladies’ wearing apparel. 
The parties were not business competitors. Defendant contended that Illinois 
adhered to the “palming off rule,” that where there was no competition there could 
be no palming off and that as there was no competition between the parties plaintiff 
was not entitled to an injunction restraining it from using the name it had adopted, 
but the court held that the authorities were “far from saying that the courts will not 
grant injunctive relief where the defendant’s conduct is likely to cause confusion of 
the traders so that the public believes or is likely to believe that the goods of the 
defendant are the goods of the plaintiff, or that the plaintiff is in some way con- 
nected.” (Emphasis mine.) 

In Investors Syndicate v. Hughes, 378 Ill. 413, plaintiff which had been doing 
business in Illinois for many years, its relations with its clients being highly satis- 
factory and no investment with it having been lost, concluded to carry on its further 
business in Illinois through a subsidiary corporation, and filed an application seek- 
ing a certificate of authority for the subsidiary to do business in Illinois under the 
name Investors Syndicate of America. The secretary refused on the ground that 
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the name of the subsidiary was deceptively similar to that of the parent company and 
persons dealing with the subsidiary might be confused and imagine they were deal- 
ing with the parent company. Plaintiff argued that the purpose of the provision of 
the statute prohibiting the use of a ‘deceptively similar” name by a foreign cor- 
poration seeking to do business in the state was solely for the purpose of preventing 
unfair competition, but the court held that “it is obvious that from the standpoint 
of the public policy and from the construction of the statutes involved, that such a 
statute has the dual purpose of protecting competing corporations and likewise the 
public, from deception in the use of ‘deceptively similar’ corporate names.” 

Further in its opinion the court said that in many decided cases the court had 
refused to consider the question of fraud or imposition on the public but also called 
attention to the fact that the recent trend had been to place less emphasis on unfair 
competition and more on confusion, citing Vogue Co. v. Thompson Hudson Co., 
300 Fed. 509, Aunt Jemima Mills Co. v. Rigney Co., 247 Fed. 407. 

Here the use of the name Metropolitan by defendant is quite likely to lead the 
public to believe that defendant’s organization is in some way connected with or is 
sponsoring the plaintiff. For the evidence clearly shows, in fact it is not disputed, 
that the name “Metropolitan” and its abbreviation “Met” when used in connection 
with opera are universally understood throughout the United States and in Europe 
also, to refer to the Metropolitan Opera Company of New York. If defendant 
should be able to develop a strong organization and put on opera with a competent 
cast as its charter authorizes it to do, it would be in direct competition with and 
might seriously injure plaintiff financially. If on the other hand defendant should 
limit its activities, as its promoters say they intend, to small companies composed 
of one or two competent performers with the rest of the cast composed of students 
of the promoter, the public may well be confused and deceived into attending per- 
formances much inferior to that which they expect, believing they are attending 
opera given by plaintiff. 

Of course that part of the public which is experienced in and has special knowl- 
edge of musical affairs may not be deceived but that is a small part of the public, 
even of that part of the public which likes and occasionally attends good musical 
performances. 

Defendant also argues that the word metropolitan is a purely descriptive term 
and that plaintiff could not secure exclusive right to the use of it. But it has been 
used by plaintiff and its predecessor unincorporated association for over sixty 
years so that now everywhere that name when used in connection with opera is 
associated with plaintiff and is understood to refer to plaintiff. It has acquired a sec- 
ondary meaning so far as opera is concerned and may not be used by defendant or 
others as a name for an operatic or perhaps any other musical organization. 

Defendant’s promoter appears to be a singer of exceptionable gifts and an 
unusually capable teacher. His effort to promote opera and help younger singers 
to become capable of and acquiring higher places in the musical world is laudable. 
It will be good if he can organize a company which can give acceptable performances 
at lower prices, even though much below the standard of those of plaintiff: Such an 
organization as he proposed may be the means of extending appreciation of good 
music in Chicago. 
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The denial to defendant of the name Metropolitan need not interfere with these 
plans. They can just as well be carried out under another name that will not tend 
to mislead or confuse the public. 

Plaintiff is entitled to an injunction restraining defendant from the use of the 
name Metropolitan and judgment will be entered accordingly. 


THE FORMFIT COMPANY v. LITE MANUFACTURING CO., INC. 
No. 47-687—U. S. D. C. S. D. N. Y.—November 26, 1948 


TRADE-MARKS—SECONDARY MEANING—PARTICULAR INSTANCES 
“Life” held to have acquired secondary significance identifying brassieres, girdles and 
foundations of plaintiff's manufacture. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Lite” held confusingly similar to “Life,” used on similar goods. 
TRADE-MARK INFRINGEMENT—SCOPE OF RELIEF—PRELIMINARY INJUNCTION 
Plaintiff held entitled to injunction pendente lite restraining defendant’s use of the word 
“Lite” as a trade-name of its girdles and foundations or from any other use of the word 
that will conflict with plaintiff’s use of the word “Life” as a trade-mark. 
Plaintiff's demand for injunction affecting defendant’s other use of the word “Lite’’ must 
await trial. 


Trade-mark infringement suit by The Formfit Company against Lite Manufac- 
turing Co., Inc. Plaintiff’s motion for injunction pendente lite granted. 


Louis Scadron, of New York, N. Y. (John S. Finn of counsel) for plaintiff. 
Irving F. Goodfriend, of New York, N. Y., for defendant. 


Crancy, D. J.: 
Findings of Fact 


1. Plaintiff is an Illinois corporation and the defendant a New York corporation 
and the matter in controversy exceeds the sum of $3,000 and also involves rights 
under a registered trade-mark. 

2. Plaintiff and its predecessors have been engaged in the manufacture of bras- 
sieres, girdles and foundations apparently of considerable excellence throughout the 
United States and elsewhere. 

3. Since 1939 plaintiff has used the word “Life” as a trade-mark for some of its 
products by applying labels bearing the name “Life” directly to the articles and 
affixing labels bearing the name “Life” to the boxes in which the articles are packed 
and delivered. 

4. In November, 1940, plaintiff was granted registration of its trade-mark 
“Life” for brassieres and girdles. 

5. The plaintiff has spent great sums of money in advertising the designation 
and trade-mark “Life’ throughout the United States through the medium of news- 
papers, magazines and radio and in building up good-will in connection with the 
name “Life” which has thereby become a symbol for articles of women’s wear manu- 
factured by the plaintiff, thus identifying those articles as the plaintiff’s manufac- 
ture to the purchasing public throughout the United States. 
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6. That the name “Life” is recognized in the trade and by the purchasing pub- 
lic as indicating the plaintiff’s product and manufacture and has thereby acquired a 
secondary significance and meaning identifying brassieres, girdles and foundations 
and their quality as of the plaintiff's manufacture. 

7. That thereby plaintiff has acquired a right to the use of the name “Life” as 
a trade name in the business of manufacturing and selling of brassieres, girdles and 
foundations. 

8. That in June, 1942, defendant was incorporated in the State of New York 
where it maintains its main office in the City of New York. It did not until 1947 
manufacture or sell brassieres or girdles nor use its corporate name or any part 
thereof as a name for brassieres or girdles. 

9. That since the month of June, 1947, the defendant has engaged in the manu- 
facture, sale and distribution of women’s girdles and foundations with the trade 
name and style of “Lite” throughout the City and State of New York and else- 
where. That the form of letters used in composing the word “Lite” in advertising 
and labeling of its goods is an obvious imitation of the form of letters long since 
adopted and used by the plaintiff in its advertising campaigns and selling opera- 
tions. 

10. The defendant’s use of the designation “Lite” to describe its output of 
girdles and foundations is calculated to and probably will deceive purchasers and 
to cause confusion and mistake in the trade and in the retail market, in the identi- 
fication of the plaintiff’s merchandise and the acceptance instead of that manufac- 
tured by the plaintiff. 

11. That by reason thereof plaintiff will suffer damage that cannot be readily 
computed and for which it will have no remedy at law. 


Conclusion of Law 


1. Plaintiff is entitled to an injunction pendente lite forbidding the defendant, its 
agents and employees to use the word “Lite” as a trade name in the description 
of its girdles and foundations or from any other use of the word that will conflict 
with plaintiff’s use of the word “Life” as a trade-mark. 


vy 


The matters we have found as facts are alleged in the complaint and have not 
been denied in the defendant’s answering affidavit. The conflict introduced by the 
defendant’s use of the word “Lite” and the form of the letters used in its spelling 
we regard as established by an inspection. The plaintiff’s demand affecting other 
use of the word “Lite” than what we have enjoined must await trial. 
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THE NYE RUBBER COMPANY v. V. R. P. RUBBER COMPANY, ET At. 
No. 25,656—U. S. D. C. N. D. Ohio—November 10, 1948 


CourTs—J URISDICTION—CoUNTERCLAIM 

Defendants’ alleged cause of action for unfair competition held to involve issues of fact 
and law other than those raised in complaint for patent infringement. 

Counterclaim embracing separate and distinct alleged cause of action for unfair competition 
held not within jurisdiction of court in patent infringement suit between citizens of the 
same state. 

UNFAIR COMPETITION—PLEADING AND PracticE—MorTIOoN TO DIsMIss 

Counterclaim alleging that plaintiff wantonly and maliciously contrived to obstruct plain- 
tiff’s business by spreading gossip and rumors, dismissed for failure to allege that the gossip 
and rumors were both false and malicious. 


Patent infringement suit by The Nye Rubber Company against V. R. P. Rubber 
Company, Stanley A. Van Teslaar, Edward W. Rondy, and Martin G. Patterson. 
Defendants’ counterclaim for unfair competition dismissed on plaintiff’s motion. 


Woodling & Krost and Bruce B. Krost, of Cleveland, Ohio, for plaintiff. 
William Cleland, of Akron, Ohio, and Thomas J. Doran, of Cleveland, Ohio, for 
defendants. 


Jones, C. J.: 


This is an action for patent infringement. All parties are citizens of Ohio. De- 


fendants filed an answer denying liability and a counterclaim, for an injunction and 
other relief, for unfair competition. 
Plaintiff has filed a motion to dismiss the counterclaim on the following grounds : 


1. This court is without jurisdiction since the parties are all citizens of Ohio and the 
cause of action arises out of the common law, not the laws of the United States. 
2. The counterclaim fails to state a claim upon which relief may be granted. 


1. Defendants have not alleged diversity of citizenship, jurisdictional amount 
or a cause of action arising under the laws of the United States as bases for this 
court’s jurisdiction of their counterclaim. In opposition to plaintiff's motion, de- 
fendants cite Rule 13, Rules of Civil Procedure but jurisdiction may not be con- 
ferred or extended by rule. 

The cases cited by defendants in opposition to the motion involved actions by 
plaintiffs for patent infringement and unfair competition based upon the patent in- 
fringement as distinguished from the instant case wherein the plaintiff is suing for 
patent infringement and the defendant for unfair competition. In the instant case, 
defendants’ charges are in the nature of an action for libel and slander and would 
involve issues of fact and law other, and in addition to, those raised in the infringe- 
ment action. 

Derman v. Stor-Aid, Inc., 141 F. 2d 580, C. C. A. 2 (1944), was an action for 
patent infringement in which defendants filed a counterclaim for unfair competition 
in that plaintiff had knowingly brought suit against defendants therein without basis 
for the purpose of damaging their business and had made representations to the 
trade that defendants were infringers and that members of the trade would be sub- 
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6. That the name “Life” is recognized in the trade and by the purchasing pub- 
lic as indicating the plaintiff's product and manufacture and has thereby acquired a 
secondary significance and meaning identifying brassieres, girdles and foundations 
and their quality as of the plaintiff's manufacture. 

7. That thereby plaintiff has acquired a right to the use of the name “Life” as 
a trade name in the business of manufacturing and selling of brassieres, girdles and 
foundations. 

8. That in June, 1942, defendant was incorporated in the State of New York 
where it maintains its main office in the City of New York. It did not until 1947 
manufacture or sell brassieres or girdles nor use its corporate name or any part 
thereof as a name for brassieres or girdles. 

9. That since the month of June, 1947, the defendant has engaged in the manu- 
facture, sale and distribution of women’s girdles and foundations with the trade 
name and style of “Lite” throughout the City and State of New York and else- 
where. That the form of letters used in composing the word “Lite” in advertising 
and labeling of its goods is an obvious imitation of the form of letters long since 
adopted and used by the plaintiff in its advertising campaigns and selling opera- 
tions. 

10. The defendant’s use of the designation “Lite” to describe its output of 
girdles and foundations is calculated to and probably will deceive purchasers and 
to cause confusion and mistake in the trade and in the retail market, in the identi- 
fication of the plaintiff’s merchandise and the acceptance instead of that manufac- 
tured by the plaintiff. 


11. That by reason thereof plaintiff will suffer damage that cannot be readily 
computed and for which it will have no remedy at law. 


Conclusion of Law 


1. Plaintiff is entitled to an injunction pendente lite forbidding the defendant, its 
agents and employees to use the word “Lite” as a trade name in the description 
of its girdles and foundations or from any other use of the word that will conflict 
with plaintiff’s use of the word “Life” as a trade-mark. 


y 


The matters we have found as facts are alleged in the complaint and have not 
been denied in the defendant’s answering affidavit. The conflict introduced by the 
defendant’s use of the word “Lite” and the form of the letters used in its spelling 
we regard as established by an inspection. The plaintiff’s demand affecting other 
use of the word “Lite” than what we have enjoined must await trial. 
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THE NYE RUBBER COMPANY v. V. R. P. RUBBER COMPANY, Et At. 
No. 25,656—U. S. D. C. N. D. Ohio—November 10, 1948 


CourTS—J URISDICTION—COoU NTERCLAIM 

Defendants’ alleged cause of action for unfair competition held to involve issues of fact 
and law other than those raised in complaint for patent infringement. 

Counterclaim embracing separate and distinct alleged cause of action for unfair competition 
held not within jurisdiction of court in patent infringement suit between citizens of the 
same state. 

UNFAIR COMPETITION—PLEADING AND PracticE—MorTIoN TO DiIsMIss 

Counterclaim alleging that plaintiff wantonly and maliciously contrived to obstruct plain- 
tiff’s business by spreading gossip and rumors, dismissed for failure to allege that the gossip 
and rumors were both false and malicious. 


Patent infringement suit by The Nye Rubber Company against V. R. P. Rubber 
Company, Stanley A. Van Teslaar, Edward W. Rondy, and Martin G. Patterson. 
Defendants’ counterclaim for unfair competition dismissed on plaintiff's motion. 


Woodling & Krost and Bruce B. Krost, of Cleveland, Ohio, for plaintiff. 
William Cleland, of Akron, Ohio, and Thomas J. Doran, of Cleveland, Ohio, for 
defendants. 


Jones, C. J.: 


This is an action for patent infringement. All parties are citizens of Ohio. De- 


fendants filed an answer denying liability and a counterclaim, for an injunction and 
other relief, for unfair competition. 
Plaintiff has filed a motion to dismiss the counterclaim on the following grounds : 


1. This court is without jurisdiction since the parties are all citizens of Ohio and the 
cause of action arises out of the common law, not the laws of the United States. 
2. The counterclaim fails to state a claim upon which relief may be granted. 


1. Defendants have not alleged diversity of citizenship, jurisdictional amount 
or a cause of action arising under the laws of the United States as bases for this 
court’s jurisdiction of their counterclaim. In opposition to plaintiff's motion, de- 
fendants cite Rule 13, Rules of Civil Procedure but jurisdiction may not be con- 
ferred or extended by rule. 

The cases cited by defendants in opposition to the motion involved actions by 
plaintiffs for patent infringement and unfair competition based upon the patent in- 
fringement as distinguished from the instant case wherein the plaintiff is suing for 
patent infringement and the defendant for unfair competition. In the instant case, 
defendants’ charges are in the nature of an action for libel and slander and would 
involve issues of fact and law other, and in addition to, those raised in the infringe- 
ment action. 

Derman v. Stor-Aid, Inc., 141 F. 2d 580, C. C. A. 2 (1944), was an action for 
patent infringement in which defendants filed a counterclaim for unfair competition 
in that plaintiff had knowingly brought suit against defendants therein without basis 
for the purpose of damaging their business and had made representations to the 
trade that defendants were infringers and that members of the trade would be sub- 
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ject to suit for infringement if they dealt with defendants’ product. The court held 
that the counterclaim did not arise out of any law of the United States and since 
there was no diversity of citizenship among the parties, the court was without juris- 
diction as to the counterclaim. See also, Utah Radio Products Co. v. Boudette, 
C. A. A. 1 (1935), 78 F. 2d 793. 

Defendants’ counterclaim embraces a cause of action separate and distinct from 
that asserted in the petition and this court has no jurisdiction of the cause of action 
stated in the counterclaim. 

2. The counterclaim also is subject to dismissal for failure to state a claim upon 
which relief may be granted. 

In Alliance Securities Co. v. DeVilbiss Manufacturing Co., C. C. A. 6 (1930) 41, 
there was a counterclaim for unfair competition “by intimidating defendants’ cus- 
tomers and the trade generally through false claims of infringement and liability 
under the patent in suit.” Id. p. 670. In denying relief on the counterclaim, Judge 
Denison said, in part: 


We are aware of no ground upon which claims of infringement made by a patentee 
can be considered a legal wrong unless those claims are made in bad faith; that is, 
maliciously. This bad faith may be made to appear in a variety of ways, but until it does 
appear the patentee has the right to notify all those whom he believes to be infringing 
that he will hold them for such liability as he may be able to establish; indeed, it has 
been said that it is his duty to do so, and it is apparent that under some circumstances he 
may lose rights if he does not do so. 


It will be noted, upon reading the two paragraphs of the counterclaim herein, 


that defendants allege that plaintiff wantonly and maliciously contrived to obstruct 
the business of a defendant by spreading gossip and rumors in the trade, but do 
not allege that the “gossip and rumors” were false or uttered in bad faith. 

Even if plaintiff had contrived maliciously to obstruct defendants’ business 
by spreading gossip and rumors, still if plaintiff had reasonable bases for the 
rumors and if said rumors proved to be statements of truth, I do not see how they 
could be actionable. I believe that to state a cause of action, defendants must allege 
that the gossip and rumors were both false and malicious. DeVilbiss case, above. 

Plaintiff’s motion to dismiss the counterclaim will be granted on both counts. 


COLE OF CALIFORNIA, INC. v. COLLETTE OF CALIFORNIA, INC. 
No. 7672—U. S. D. C. D. Mass.—November 1, 1948 


TrRavDE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BURDEN OF PROOF—PARTICULAR 
INSTANCES 
Plaintiff held to have failed to prove financial value of business in Massachusetts under 
mark “Cole-Ettes,” as distinguished from “Cole of California,” or extent of loss of sales by 
plaintiff due to confusion arising from defendant’s use of “Collétte of California,” or damage 
to plaintiff’s reputation resulting therefrom. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—J URISDICTION—GENERAL 
Court has jurisdiction, under 1946 Act, to protect plaintiff against technical trade-mark 
infringement of its mark registered under 1905 Act. 
Fact that defendant is engaged only in local sales held immaterial because defendant’s local 
sales adversely affect plaintiff’s interstate sales. 
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Court has dependent jurisdiction to protect plaintiff against defendant’s unfair competition 
threatening plaintiff’s registered mark, regardless of whether $3,000 is involved. 
Court has no jurisdiction of cause of action based on unregistered mark “Cole-ettes,” 
due to plaintiff’s failure to prove jurisdictional amount involved. 
TRADE-MarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Collétee of California” held confusingly similar .to “Cole of California,” used on similar 
goods, under 1946 Act. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 
INSTANCES 
Defendant enjoined from using “Colletté of California” or any other name in which 
“Cole,” “Colletté,” “Collétte” or “Collette,” or any other word of similar sound or spelling is 
combined with the word “California.” 
Defendant ordered to destroy, within thirty days of entry of decree, all labels, signs, prints, 
packages, wrappers, receptacles, advertisements, etc., bearing the name “Colletté of California,” 
or “Collétte of California,” or any colorable imitation of “Cole of California.” 


Trade-mark infringement and unfair competition suit by Cole of California, Inc. 
against Colletté of California, Inc. Decree for plaintiff granting injunction. 


Hurwitz & Hurwitz (Samuel Hurwitz, of counsel) of Boston, Mass., for plain- 
tiff. 
Edward E. Cohen, of Boston, Mass., for defendant. 


WyzanskI, D. J.: 


Plaintiff seeks relief against defendant’s alleged infringement of (1) plaintiff's 
federal trade-mark ‘“‘Cole of California,” registered under the 1905 Federal Trade- 
Mark Act, 15 U.S. C. c. 3 and (2) plaintiff’s unregistered trade-name ‘‘Cole-ettes.”’ 

As to the mark “Cole of California” plaintiff charges both trade-mark infringe- 
ment remediable under the Lanham Act (Act of July 5, 1946, c. 540, 60 Stat. 427, 
see particularly 46 (b) at p. 445 and 32-41 at pp. 437-440) and unfair competition 
remediable under general principles of tort law and under Mass. St. 1947, c. 307 
(Mass. G. L. (Ter. Ed.) c.1107A). As to the name “Cole-ettes” plaintiff charges 
only unfair competition. 

Plaintiff, a California corporation, manufactures, chiefly in California, women’s 
garments such as bathing suits, beach wear, general sportswear, evening wear, 
underwear, dinner gowns and cocktail dresses. It sells its ware to retail stores in 
Boston and in other cities throughout this country and abroad. Its annual sales 
approximate $2,000,000; its annual expenditures for advertisements using its name 
approximate $200,000. 

February 12, 1941, plaintiff, pursuant to the 1905 Federal Trade-Mark Act, 15 
U.S. C. c. 3, applied to the United States Patent Office for registration of “Cole of 
California” as a federal trade-mark “for men’s, women’s and children’s clothing, 
namely, bathing suits, swimming suits, dresses, play suits, sun suits, and shoes made 
of leather, fabric, rubber or a combination thereof.” Plaintiff showed the mark in 
a drawing in which the word “Cole” appeared in italic script with the initial “C’”’ 
written especially large and the words “of California” appeared in Roman letters. 
The Patent Office registered the mark June 10, 1941. 

Since 1941 plaintiff has sold to retailers in Boston and elsewhere many ladies’ 
garments of high quality to which it had attached the label “Cole of California.” 
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The label always showed the word “Cole” in italic script roughly resembling that 
in the application to the Patent Office and the words “of California’ in Roman let- 
ters. The same symbol was consistently used by plaintiff in its extensive advertising 
in magazines of national circulation such as Life. Asa consequence the designa- 
tion “Cole of California’”—which may be called either “a federal trade-mark”’ or a 
trade-name (see Restatement, Torts, 716 comment (a), p. 560, first full para- 
graph )—had through its association with plaintiff's goods acquired a special sig- 
nificance to retailers and purchasers of women’s wear as the name of plaintiff's high- 
quality goods. 

In 1947 plaintiff began to manufacture in California and sell to leading depart- 
ment and women’s wear stores in Boston and elsewhere throughout this country 
women’s high-quality undergarments or panties called ‘“Cole-ettes.”” These gar- 
ments had Lastex or elastic threads woven into the fabric and had labels using the 
word “‘Cole-ettes.”” Plaintiff advertised in various publications these panties under 
the name “Cole-ettes.”” As a consequence, in Massachusetts and elsewhere “Cole- 
ettes” acquired a special significance to retailers and purchasers of women’s wear 
as the name of plaintiff’s high-quality panties. But the financial value of this name 
“Cole-ettes” was not clearly shown. And the value in Massachusetts appears to 
be negligible since the sales of panties under that name have amounted to only a 
few thousand dollars. 

In March, 1948, defendant, a Massachusetts corporation, opened a retail store 
at 73 Providence Street, Boston, where it offers for sale women’s wear including 
medium-priced and low-priced dresses, sport clothes, bathing suits, undergarments 
and accessories of various types. The goods are in competition with plaintiff’s prod- 
ucts sold in Boston retail stores. 

One of the two brothers who were the original principal stockholders of defend- 
ant selected the name “Colletté of California,” Inc., for the corporation. I am per- 
suaded that in making this selection he despite ingenuous denials had in mind the 
name of plaintiff and intended to copy it. The corporation then employed a sign 
painter who inadvertently or deliberately prepared for defendant’s store a sign “Col- 
létte of California.” This queerly accented name was then used by defendant in its 
advertisements, labels, containers, sales slips and souvenir matches. In all uses of 
this name, prior to this litigation, defendant has the first word printed in modern 
italic script with the initial letter printed as an extra large capital, and has the 
other two words printed in modern Roman type. 

Retail dealers and customers who were ordinarily attentive would be led to 
suppose that defendant’s retail stores were operated by or had some connection with 
plaintiff, Cole of California, Inc., and with the company which was the source of 
“Cole of California” garments and of the variety of panties known as “Cole-ettes.”’ 
There is no reliable evidence to indicate how great a loss of sales to Massachusetts 
customers would be sustained by plaintiff as a consequence of this confusion. Nor 
is there any reliable evidence to indicate how seriously the reputation of plaintiff 
or the name “Cole of California” or the name ‘“Cole-ettes’” would be adversely 
affected or depreciated by defendant’s activities. However, there would be at least 
a nominal injury to the business reputation of plaintiff and a nominal dilution of 
the distinctive quality of the trade-name “Cole of California” and ‘“Cole-ettes.” 
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In view of these findings there is no question that so far as concerns the infringe- 
ment of the symbol “Cole of California” this Court has jurisdiction. 

“Under 46 (b), 32, 35 and 45 of the Lanham Act, Act of July 5, 1946, c. 540, 
60 Stat. 427, 15 U. S. C. c. 22, this Court has jurisdiction to protect the plaintiff 
against technical trade-mark infringement of its mark registered under the 1905 
Federal Trade-Mark Act. It is immaterial that plaintiff's mark was registered 
under the 1905 and not under the 1946 Act (see 46 (b) of the Lanham Act, 60 Stat. 
445). And it is immaterial that defendant is engaged only in local sales in view of 
the fact that those local sales adversely affect plaintiff's interstate sales. (See 45 
of the Lanham Act, 60 Stat. 443, 15 U. S. C. 1127, defining the word “commerce.” 
Cf. United States v. Wrightwood Dairy Co., 315 U. S. 110, 119-121; Mandeville 
Farms v. Sugar Co., 334 U. S. 219, 229-235). 

Moreover, this Court has jurisdiction to protect plaintiff against defendant's 
unfair competition which threatens that mark, regardless of whether $3,000 is in- 
volved. The action based on unfair competition relates to the same mark as is in- 
volved in the action based on trade-mark infringement and is pendent thereto. 
Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315. 

But there is no jurisdiction to hear the cause of action based upon the name 
“Cole-ettes.”” That is not a federally registered mark. Jurisdiction would exist only 
if—in addition to the parties being incorporated in different states—$3,000, ex- 
clusive of costs and interest, were involved. To show that such an amount is in- 
volved, plaintiff has the burden of showing that the injury presently inflicted and 
prospectively to be inflicted on the mark exceeds $3,000. Food Fair Stores, Inc. v. 
Food Fair, Inc., 79 U.S. P. Q. 114, 119-120 (D. Mass.). In the case at bar plain- 
tiff has not shown that defendant’s only store operating locally in Boston is likely 
to have an effect of such magnitude upon the symbol “Cole-ettes.”’ 

Insofar as the symbol “Cole of California” is concerned, however, there is not 
only a showing of jurisdiction but the plainest showing of the type of unfair compe- 
tion which allows relief under (1) federal principles applied in connection with the 
Lanham Act, 15 U. S. C. c. 22, as well as the 1905 Federal Trade-Mark Act, 
15 U.S. C.c. 3 (National Fruit Product Co. v. Dwinnell-Wright Co., 40 F. Supp. 
499 aff’d 140 F. 2d) 618 (C. C. A. 1), (2) Massachusetts common law principles ap- 
plied in connection with the pendent cause of action (ibid.; Jays, Inc. v. Jay- 
Originals, Inc., 321 Mass. 737) and (3) Massachusetts statutory principles applied 
in connection with the pendent cause of action. (Mass. G. L. (Ter. Ed.) c. 110 
7A, Food Fair Stores, Inc. v. Food Fair, Inc., supra). Defendant has applied to 
goods which are of the same character as those manufactured by plaintiff and which 
reach the same types of ultimate consumers in the same area a name which, except 
for alterations of the most minor significance, resembles plaintiff's in sound, in 
appearance and even in lettering. There is no credible explanation for this re- 
semblance except deliberate copying by defendant. And the purpose and effect of 
the copying have been to confuse potential ultimate customers, to divert to defend- 
ant trade which would otherwise go to stores carrying plaintiff’s merchandise, to 
dilute the distinctiveness of plaintiff's mark and to injure plaintiff’s reputation. 
Plaintiff’s right to relief against the meretricious conduct of defendant is obvious. 

Ordered that defendant shall be enjoined from using in its business the name 
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“Colletté of California” or any other name in which “Cole,” “Colletté,” “Collétte” 
or “Collette” or any word of similar sound or spelling is combined with the word 
California; and that defendant shall destroy within thirty days of the entry of a 
decree all labels, signs, prints, packages, wrappers, receptacles, advertisements and 
match souvenirs in its possession bearing the name “Colletté of California” or “‘Col- 
létte of California” or any colorable imitation of the name “Cole of California.” 


ANTHONY v. R. K. O. RADIO PICTURES, INC., Er At. 
No. 47-246—U. S. D. C. S. D. N. Y.—October 27, 1948 


Courts—PLEADING AND PRACTICE—DEPOSITIONS 
Plaintiff having chosen Southern District of New York as forum for suit against noa- 
resident defendants, held required to present himself for taking of his deposition there; 
fact plaintiff had moved to another district after suit filed held immaterial. 


Suit to recover damages for plagiarism by Joseph Anthony against R. K. O. 
Radio Pictures, Inc. and Radio Keith Orpheum Corporation. Plaintiff's motion 
to vacate notice of taking deposition denied. 


Davidson & Davidson, of New York, N. Y., for plaintiff. 
Donovan Leisure Newton Lumbard & Irvine, of New York, N. Y., for defendants. 


KauFMAN, D. J.: 


The plaintiff moves to vacate the defendants’ notice to take his deposition. This 
action was commenced on September 3, 1948, to recover damages for plagiarism 
of a motion picture story. Jurisdiction is based on the ground of diversity of citizen- 
ship, plaintiff being a citizen and resident of New York, and the defendants being 
residents of another state. The ground for this motion to vacate the defendants’ 
notice to take the deposition of the plaintiff is that subsequent to the commence- 
ment of the action, the plaintiff moved to Columbia, Mo., where he is now the Direc- 
tor of Public Relations of Stephens College in that city. Plaintiff states that com- 
pelling him to leave Missouri for the purpose of giving his deposition would place 
his position in jeopardy and, further, that the expense involved would be an undue 
financial burden. He requests that if the Court orders the examination to proceed 
in Missouri, he be allowed counsel fees to be paid by the defendants pursuant to 
Rule 12 of the Civil Rules of the United States District Court for the Southern 
District of New York. 

The defendants urge that the plaintiff, once having chosen this court as his 
forum, should be required to give his deposition in the district in which the action is 
pending. This seems to be a reasonable contention, particularly in this case where 
the suit was commenced less than two months ago. 

The motion to vacate the examination is denied. 


a — 
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TRANSPARENT RULER COMPANY, et at. v. C-THRU RULER COM- 
PANY, ET AL. 


S. Ct. Conn.—December 1, 1948 


Unrair CoMPETITION—Score OF PROTECTION—PARTICULAR INSTANCES 
Where defendants, having been enjoined from selling articles bearing patent number and 
having been ordered to assign patent to plaintiff, and having assigned the patent as required, 
thereafter published a catalog and advertisements in trade journals containing illustrations 
of defendant’s goods which, through inadvertence, showed the patent number in small, 
scarcely legible type, and no one was deceived by such publications and plaintiff's business 
suffered no damage by reason thereof, held that defendants’ acts did not constitute unfair 
competition. 
UnFrair CoMPETITION—BASIS FOR RELIEF—GENERAL 
Question whether defendants’ acts are likely to cause confusion of the purchasing public 
is one of fact for the trial court to determine. 
AppeALS—EFFECcT OF TriaAL Court FINDINGS—EVIDENCE 
On appeal the decisive question is whether the trial court’s conclusion that there was no 
unfair competition is supported by the subordinate facts of record. 
Trial court’s conclusion held amply supported by the record. 


Appeal from Superior Court, Hartford County. 
Unfair competition suit by Transparent Ruler Company, et al. against C-Thru 
Ruler Company, et al. Plaintiffs appeal from judgment for defendants. Affirmed. 


Isaac J. Kunik for plaintiffs. 
Richard T. Steele for defendants with whom were Francis W. Rohrmayer for de- 
defendant Edward Zachs and Anna Zachs, defendant pro se. 


Brown, J.: 


This action was based on unfair competition by the defendants in offering for 
sale and advertising articles bearing the number of a patent which belongs to the 
plaintiffs. The plaintiffs claimed an injunction, an accounting and damages. The 
court rendered judgment for the defendants and the plaintiffs have appealed. 

Under the view which we take of the case, the salient facts in the court's find- 
ing, which is subject to no material correction, may be thus summarized: The plain- 
tiff Aronson is president of the plaintiff company, which sells rulers and measuring 
instruments made of transparent plastic material. He is the owner of patent No. 
2095943 for an instrument of this nature, described as an “Improvement in Print- 
ers’ Guide Setter and Registering Aid.” The defendant company is a partnership, 
comprised since January, 1942, of the individual defendants. It also sells trans- 
parent rulers and measuring devices. On November 18, 1941, the Superior Court, 
in an action by the present plaintiffs against the C-Thru Ruler Company and Jennie 
R. Zachs, who was then sole owner thereof, enjoined the defendants from offering 
for sale any article bearing patent No. 2095943 and ordered the patent transferred 
to Aronson and an accounting. On July 28, 1942, this judgment was affirmed by 
this court. Transparent Ruler Co. v. C-Thru Ruler Co., 129 Conn. 369, 28 A. 2d 
232. Pursuant to the decree, an accounting to October 12, 1942, was had, the patent 
was assigned to Aronson and the judgment was fully satisfied. 
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The defendants’ catalog in use in February, 1942, a date prior to the judgment 
of this court, contained on the front page a prominent illustration of a graph based 
on the use of the device covered by patent No. 2095943, and the patent number itself 
in easily legible figures. In September, 1942, this was supplanted by a new catalog 
which omitted the prominent illustration of the graph and the patent number. This 
new catalog did contain, however, fifteen different illustrated items whereon the 
patent No. 2095943 appeared. These illustrations, and similar ones which appeared 
in the February, 1943, issue of the trade journal, Modern Stationer, and in the 
June, 1943, issue of the buyer’s guide, Who Makes It and Where, both of which were 
distributed to the stationery and office supply trade, showed the patent No. 2095943, 
but in such small type that, except to a person of unusually keen eyesight, it was il- 
legible without the use of a magnifying glass. The defendants did nothing to notify 
readers of either of these publications that patent No. 2095943 did not belong to them. 

The defendants’ use of the patent No. 2095943 subsequent to July 28, 1942, was 
due to a mere inadvertence on their part. They had no intention of violating the 
injunction imposed by the final judgment of the Superior Court. In May, 1943, the 
defendants first became aware of the fact that these illustrations contained patent 
No. 2095943. Promptly thereafter, on May 25, 1943, they ordered a new catalog 
eliminating all mention of patent No. 2095943. The number appeared neither in 
this nor in any of their subsequent catalogs of 1944, 1945 and 1946. They dis- 
tributed many thousands of the catalog for each of these years to their customers 
and to the office and supply trade. The plaintiff company marked its products with 
its own name and its trade-mark, “Transparule,” and used black or green lines 
thereon and patent Nos. 1410542 and 2026768. The defendants marked their prod- 
ucts with their name, C-Thru Ruler Company, and their trade-mark, “C-Thru,” 
featured zero centering scales, and in most instances employed red lines and red 
printing only. The products of the defendants could not be confused with those 
sold by the plaintiff company. No one was deceived by the defendants’ illegible 
publication of patent No. 2095943 above recited. 

After the assignment of the patent to the plaintiff Aronson and the satisfaction 
of the judgment, he discovered the patent No. 2095943 in the illustrations adver- 
tising certain of the defendants’ rulers and triangles. At no time, however, did he 
notify the defendants to desist from using the patent number. The defendants, sub- 
sequent to the accounting, sold no article with the patent No. 2095943 thereon. 
They made no profit from their inadvertent and unintentional publication of the 
number. The plaintiffs’ business suffered no damage by reason of this publication. 

Since the plaintiffs have abandoned their claim for an injunction, the issue is 
reduced to the question whether the court erred in denying them an accounting and 
damages predicated upon unfair competition by the defendants. By the allegations 
of the plaintiffs’ complaint and their claims of law, this claimed unfair competition 
is restricted to the defendants’ wrongful use of the plaintiffs’ patent No. 2095943. 
Therefore, we confine our discussion to certain conclusions of the trial court, im- 
plicit in which is a single proposition sufficient in itself, if warranted, to sustain the 
judgment. The proposition is that the defendants, by inadvertently failing to re- 
move the words “Patent No. 2095943,” which were not legible to the naked eye of 
one with normal vision but appeared on the illustrations of articles in their catalog 
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and the two advertisements published in 1943, did not engage in unfair competition 
with the plaintiffs or either of them. 

This terse statement of the nature, extent and legal effect of the defendants’ 
use of the plaintiffs’ patent No. 2095943 is an ultimate conclusion of fact. Conn. 
App. Proc. § 80. Encompassed within it is the determination of the fundamental 
question whether or not the defendants’ conduct constituted unfair competition. 
This was a question of fact for the trial court to determine. Middletown Trust Co. 
v. Middletown National Bank, 110 Conn. 13, 20, 147 A. 22; Yale & Towne Mfg. 
Co. v. Rose, 120 Conn. 373, 382, 181 A. 8; Yale Co-operative Corporation v. Rogin, 
133 Conn. 563, 571, 53 A. 2d 383. Although the first cited case was brought to 
enjoin the defendant’s proposed adoption of a name bearing similarity to that of the 
plaintiff, the principle stated in that opinion (p. 20) applies mutatis mutandis with 
equal force here: ‘No inflexible rule can be laid down as to what use of names 
will constitute unfair competition; this is a question of fact. The question to be 
determined is whether or not, as a matter of fact, the name is such as to cause con- 
fusion in the public mind as between the plaintiff's business and that of the defend- 
ant, resulting in injury to the plaintiff. The test is whether the public is likely to 
be deceived. ... It is not sufficient that some person may possibly be misled but 
the similarity must be such that any person, with such reasonable care and observa- 
tion as the public generally are capable of using may be expected to exercise, 
would be likely to mistake one for the other.” In such a case as the one before 
us, unfair competition “‘primarily and strictly. . . . relates to the palming off of one’s 
goods as those of a rival trader.”” Schechter Corporation v. United States, 295 U. S. 
495, 531, 58 S. Ct. 837, 79 L. Ed. 1570; Goodyear Mfg. Co. v. Goodyear Rubber 
Co., 128 U. S. 598, 604, 9 S. Ct. 166, 32 L. Ed. 535; Howe Scale Co. v. Wyckoff, 
Seamans & Benedict, 198 U. S. 118, 140, 25 S. Ct. 609, 49 L. Ed. 972, 986; Han- 
over Milling Co. v. Metcalf, 240 U. S. 403, 413, 36 S. Ct. 357, 60 L. Ed. 713, 
718. “.... the issue is whether an appreciable number of prospective purchasers 
of the goods .. . . in connection with which the designation (is) used are likely to 
regard (it) as indicating the same source. That a few particularly undiscerning 
prospective purchasers might be so misled is not enough. ... The issue of confusing 
similarity is an issue of fact as to the probable or actual reactions of purchasers.” 
Restatement, 3 Torts, § 728, comment a ; Eastern Wine Corporation v. Winslow- 
Warren, Ltd., 137 F. 2d 955, 960. 

Whether the court’s conclusion, tested by the standard of these principles, is sup- 
ported by the subordinate facts is therefore the decisive question. The defendants 
eliminated the graph and legible patent number from their catalog immediately 
after the judgment ; their only publication of the plaintiffs’ patent number thereafter 
was confined to illustrations where it was too minute to be legible to one of normal 
vision without external aid; this use of it was inadvertent and was discontinued as 
soon as discovered by the defendants; because of obvious differences, most of the 
products of the defendants could not be confused with those of the plaintiffs ; no one 
was deceived by the defendants’ use of the patent number; the defendants realized 
no profit and the plaintiffs suffered no damage thereby. These facts, without more, 
amply support the court’s conclusion. Since the plaintiffs were not wronged by 
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unfair competition by the defendants, there was no basis for an accounting or 
damages. 

There is no error. 

In this opinion the other judges concurred. 


THE BEAD CHAIN MANUFACTURING COMPANY v. SMITH, Et At. 
S. Ct. N. J—November 22, 1948 


CourTS—PLEADING AND PRracTICcE—DISCOVERY 
New Jersey statute and new rules held to entitle plaintiff, in suit to restrain use of 
various secret processes and other trade secrets, knowledge of which was acquired by one 
defendant while in plaintiff’s employ, to inspection of machinery, dies, formulae, layouts, etc., 
upon such terms as trial court deems appropriate to safeguard defendants’ rights. 


Appeal from Court of Chancery. 

Unfair competition suit by The Bead Chain Manufacturing Company against 
Newell R. Smith, et al. Plaintiff appeals from denial of application for inspection. 
Reversed. 


Theodore McC. Marsh and Riker, Emery & Danzig, of Newark, N. J., for 
appellant. 

Martin J. DiMaria, of Hackensack, N. J. (John J. Fallon, of Hoboken, N. J.. 
of counsel) for respondents. 


VANDERBILT, C. J.: 


This is an appeal from an order of the former Court of Chancery denying the 
plaintiff’s application for inspection under R. S. 2 :99-2. 

The plaintiff is a manufacturer of certain products in the electrical, radio, and 
electronics fields known as bead chain, radio pins and terminals. It seeks to re- 
strain the defendants from manufacturing and selling products, the manufacture of 
which, it is alleged, embody the use of various secret processes and other trade 
secrets, acquired, it is said, by the defendant Smith while employed by plaintiff as 
its development and research engineer and disclosed by him to the defendants 
DiSwage Products Co., Inc., and Rummler in breach of the trust and confidence 
reposed in him by the plaintiff. From the pleadings and affidavits, it appears that 
the basic process upon which the manufacturing operations of both the plaintiff 
and the defendants rest are expired patents, the asserted secret processes and 
trade secrets of the plaintiff consisting of various improvements and refinements of 
the basic patented process. 

After the cause was at issue, the plaintiff applied for an order to inspect the 
machinery and dies used by the defendant corporation in the manufacture of the 
various products in respect to which infringement is claimed, together with the 
formulae, die layouts and charts used therein, and samples of such products made 
by the said defendant corporation. The application was denied by the learned Vice 
Chancellor because it seemed to consist of a “fishing expedition” by the plaintiff 
to determine the processes utilized by the defendant corporation in its manufacturing 
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operations. The court below declined to stay the final hearing pending disposition 
of this appeal, with the result that the main case has now been partially tried, al- 
though the record of the evidence there is not before us. 

While each case must be dealt with according to its own peculiar circumstances, 
we are impressed here by the fact that the defendant Smith after leaving the plain- 
tiff’s employment formed the defendant corporation, of which he is still the presi- 
dent, to manufacture the same line of goods as are produced by the plaintiff. Mani- 
festly, the information which the plaintiff seeks to obtain by means of inspection is 
essential to a determination of the truth of the matters charged in the bill of com- 
plaint. It is information which it would be extremely difficult, if not impossible, 
for the plaintiff to prove without accurate data as to defendants’ methods of manu- 
facture. It thus appears that an inspection of the defendant corporation’s property 
would aid in ascertaining the rights of the parties, and the present application there- 
fore clearly falls within the scope of R. S. 2:99-3, which gives the trial judge the 
power to order an inspection at such time and under such regulations as he shall 
prescribe. Such also is the spirit and contemplation of the provisions of our new 
rules concerning discovery and inspection of documents and property, Rules 3 :34-1, 
3 :26-2. 

It is urged by the defendants that the allowance of an order to inspect will re- 
sult in the disclosure to the plaintiff of the secrets and confidential working prac- 
tices used in the manufacturing operations of defendant corporation. This argu- 
ment overlooks the policy of the statute under which this application is made as 
well as the present express authority contained in the rules empowering the trial 
court to make such orders as will reasonably and appropriately safeguard the rights 
of the defendants, Rule 3:30-2. The presentation of the truth to the court is par- 
amount; it must proceed unimpeded and unhampered despite claims of prying, 
where, as here, there exists the means of affording adequate protction against un- 
warranted intrusion and invasion of the rights of one party by another party. 

It is our conclusion that the order appealed should be reversed and the cause 
remanded to the Chancery Division with the direction to enter an order of inspection 
upon such terms as the court below shall deem appropriate to safeguard the rights 
of the defendants. 


PANHELLENIC HOUSE ASSOCIATION, INC. v. SAVIO’ 
S. Ct. N. Y. County—November 12, 1948 


TrapE-NAMEsS—Pusiic HousEs—GENERAL 
Plaintiff hotel keeper held to have established good-will in “Beekman Tower” as trade- 
name identifying its hotel. 
Defendant pharmacy held to have established good-will in “Beekman Tower Pharmacy’ 
as identifying defendant’s business, formerly conducted in premises leased from plaintiff. 
Businesses of plaintiff’s hotel and defendant’s pharmacy held non-competitive. 
TRADE-NAMES AND UNFAIR COMPETITION—SCOPE OF PROTECTION—PARTICULAR INSTANCES 
Defendant pharmacist having used trade-name “Panhellenic Pharmacy,” while operating 
drug store as tenant in plaintiff's building, and defendant having adopted trade-name “Beek- 


1. See 38 T. M. R. 915, for decision on preliminary injunction motion. 
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man Tower Pharmacy” simultaneously with the change of name of plaintiff's building, and 
having used trade-name “Beekman Tower Pharmacy” for fourteen years, to plaintiff’s knowl- 
edge and without objection by plaintiff, held entitled to continue use of trade-name “Beek- 
man Tower Pharmacy” after moving his drug store to the corner opposite plaintiff's hotel. 


Unfair competition suit. Judgment for defendant. 
O’BRIEN, J.: 


In its complaint plaintiff asserts that it has expended much time and effort in 
advertising its trade-mark “Beekman Tower” as identifying its hotel and apartment 
facilities; that (paragraph 5) as a result of plaintiff's advertising and because of 
efforts expended and expenses incurred by it in improving its hotel and apartment 
facilities, plaintiff has built up a highly valuable reputation and good-will and the 
public generally has come to recognize and know the trade-mark “Beekman Tower” 
as identified with plaintiff and its hotel and apartment facilities and, by reason of 
the foregoing, plaintiff has acquired the exclusive right to use the trade-mark 
“Beekman Tower” to protect said right against similar use of the said trade-mark 
by others, which said similar use by others is calculated to deceive the public and 
persons dealing, and who intend to deal, with plaintiff. 

Plaintiff further contends (paragraph 6) and it is admitted that defendant has 
opened a pharmacy on the opposite corner under the name of “Beekman Tower 
Pharmacy, Inc.”; that (paragraph 7) the pharmacy was named “Beekman Tower 
Pharmacy” in order to appropriate the good-will and reputation which plaintiff has 
acquired for “Beekman Tower”; that (paragraph 8) defendants’ actions as afore- 
said constitute unfair trading on plaintiff's good-will and reputation and an in- 
fringement of plaintiff's trade-mark. As a result of the foregoing, plaintiff alleges 
damages and seeks a permanent injunction and an accounting for profits and damage 
resulting from the infringement and unfair competition. 

This is the substance of the plaintiff's complaint. From the year 1928 to 1934 the 
defendant Savio, as a tenant of the plaintiff, operated his pharmacy as the Panhel- 
lenic Pharmacy in the building then known as the Panhellenic House Association. 
In 1934 the name of the building was changed to Beekman Tower, at which time 
the defendant also changed the name of his pharmacy to Beekman Tower 
Pharmacy. It is reasonable to assume that the defendant adopted this name because 
of the change in the name of the building but this may not have been the only rea- 
son. He could have used any name for there were no inhibitions in the lease or in 
any instrument relating to his tenancy curtailing or limiting the defendant in any 
way as to name. In any event, the defendant adopted the name “Beekman Tower 
Pharmacy” simultaneously with the change of the name of the building and has used 
the name since 1934 with the knowledge and apparent approval of the plaintiff and 
without interruption or any objection on the part of the plaintiff and as a result has 
become well known in the neighborhood and has established a certain amount of 
good-will. In fact, he registered his trade-name in 1941 and for some time prior to 
his departure from the building used the incorporated trade-name “Beekman Tower 
Pharmacy, Inc.” 

It is obvious that the plaintiff and defendant are not competitors nor is the de- 
fendant in any manner endeavoring to palm off the goods of the plaintiff, for the 
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plaintiff is a hotel and the defendant a druggist. It may well be that the plaintiff 
has established a certain amount of good-will as a hotel, but it cannot deprive the 
defendant of the good-will that he has established as a pharmacist under his trade- 
name. 

Since the change of name in 1934, the plaintiff may have acquired some rights 
with respect to the use of the name as a hotel but not as against the defendants’ use 
of the words Beekman Tower as a pharmacy. 

The allegations of fraud, deceit, unfair competition, infringement and damages 
have not been established, nor has the plaintiff established any prior rights to the 
use of the name in this particular instance. 

The questions of fact and the equities are resolved in favor of the defendants 
and judgment is directed accordingly. 

Settle decision and judgment. 


WESTALL, boinc Business as PARFUMS EVYAN CO. v. FANCHON 
AND ARNOLD'S, INC. 


S. Ct. N. Y. County—November 10, 1948 


UnFaIR COMPETITION—SCOPE OF RELIEF—PRELIMINARY INJUNCTION 
Plaintiff, manufacturer of perfume sold under trade-mark “White Shoulders,” held en- 
titled to injunction pendente lite restraining defendant’s use of “White Shoulders Room,” 
for part of restaurant in which it displayed bottles of plaintiff's perfume and permitted spray- 
ing of female guests therewith. 


An unfair competition suit by Evelyn Westall, doing business as Parfuns Evyan 
Co., against Fanchon and Arnold’s, Inc. Plaintiff's motion for injunction pendente 
lite granted. 


Henry L. Shenier, of New York, N. Y., for plaintiff. 
George F. Blake, of New York, N. Y., for defendant. 


DINEEN, J.: 


Motion by plaintiff for an injunction pendente lite is granted. Defendant con- 
ducts a restaurant in connection with which it has set off a part thereof known as 
the “White Shoulders Room.” At the time defendant opened its restaurant for 
business it permitted spraying of female guests with the perfume manufactured by 
plaintiff and protected under a trade-mark “White Shoulders” and also had on dis- 
play bottles of the perfume. It is reasonable to assume that by such actions the peo- 
ple present formulated a connection between the manufacturer of the perfume and 
the owner of the restaurant which impression in turn could be conveyed to others 
with injury to plaintiff’s good-will and business. Settle order. 


LL 
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GILL AND KINCAID, et aL. v. CENTRAL STATES MFG. CO., INC. 


Commissioner of Patents—November 23, 1948 


TRADE-MArK Act oF 1946—PLEADING AND PRACTICE—EXTENSION OF TIME TO OPPOSE 
Request for extension of time to file notice of opposition denied under Section 13 of 
1946 Act, for failure to show “good cause.” 


Petition to Commissioner of Patents. 

Proposed opposition by Gill and Kincaid and Gill Electric Mfg. Corp. against 
Central States Mfg. Co., Inc. Petition by proposed opposers for extension of time 
to file notice of opposition denied. 


John B. Hosty, of Chicago, Ill., for Gill and Kincaid. 
C. L. Parker, of Washington, D. C., for Central States Mfg. Co., Inc. 


DANIELs, A. C.: 


This is a request by the party Walter B. Gill & Volney C. Kincaid (Gill Electric 
Manufacturing Corp.) for an extension of time for filing a notice of opposition to the 
application of the party Central States Manufacturing Co., Inc., for registration of a 
trade-mark under the Trade-Mark Act of 1946. 

A notice of opposition was filed by said parties, not then represented by an 
attorney, on November 5, 1948. Upon being advised that this was not filed within 
the thirty days allowed by statute, and that it was not accompanied by the proper fee, 


their attorney presented a telegraphic request for such extension, which has now 
been confirmed by formal request, to which is attached a copy of the telegram. As 
grounds for the request for extension the telegraphic request reads: 


“Reason for request is illness of opposer.” 
and states that a telegram received from Gill and Kincaid states: 
“Our delay in the first instance due to illness.” 


This includes no statement as to who may have been ill; the extent of such illness ; 
nor any reason why such illness may have prevented proper filing of the notice of 
opposition. The confirmatory request states that the illness was that of Mr. Gill and 
that opposer was “handicapped and pressed for time’ due to such illness and “did 
not have time to directly authorize the filing of opposition within the 30-day period 
following publication and that for said reason transmitted an opposition directly to 
the Patent Office via air mail.” By the papers filed it seems probable that the party 
Gill and Kincaid is a partnership, consisting of two partners, and there is no indi- 
cation both of them were ill or that no one was able to act. 

The confirmatory request also refers to a corporation, but no indication of the 
precise organization of the opposing party is given, and if a corporation, it is not in- 
dicated who the officers may be. Extreme liberality has been exercised by this 
office in granting extensions of time for filing of notices of opposition under Section 
13 of the Trade-Mark Act of 1946, and rule 20.2 of the Rules of Practice in Trade- 
Mark Cases. It is believed that such liberality is required by the statute in order 
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that adequate time may be given to make necessary investigations, or in case of 
inability to prepare papers for other causes, and in some instances to permit nego- 
tiation between parties which may eliminate the necessity of such a proceeding. 
Nor has any strict requirement been enforced as to statement of the grounds for 
such requests for extension, it having been regarded as sufficient if the cause for 
requiring such an extension has seemed reasonable under the circumstances. 

In this instance, however, the statement made cannot be considered ‘“‘good cause 
shown”’ within the meaning of Section 13 of the Trade-Mark Act of 1946. While 
illness of a party who must necessarily be consulted or must sign the notice of oppo- 
sition, which illness is of such a nature as to prevent such consultation or other 
action, might readily be a sufficient excuse in a proper case, there is no indication 
that such is the case here. In fact, the ability of both partners to sign and verify a 
notice of opposition received one day late would appear to indicate that this was 
not the case, and under these circumstances it is not believed that the party Gill 
and Kincaid is entitled to the extension sought. 

It should be emphasized that this action is because of the lack of good cause 
shown and not because of any informality in the request. The fact that the original 
request was somewhat informal has not been considered in reaching this decision. 

The request for an extension of time to file a notice of opposition is denied. 


R. H. MACY & CO., INC. v. MILES SHOES, INCORPORATED 


Commissioner of Patents—November 23, 1948 


TRADE-MArRKs—Worps CAPABLE OF ExcLusIvE APPROPRIATION—SUGGESTIVENESS 
While “Grow” or “Gro” has certain suggestive connotation with relation to shoes, “Gro- 
Shoe,” the word “shoe” being disclaimed, held not merely descriptive thereof. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, marks must be considered in their 
entirety ; disclaimed portion of mark may not be completely ignored but non-generic portion is 
considered of greater significance. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Gropals” held confusingly similar to “Gro-Shoe,” the word “shoe” being disclaimed, used 
on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by R. H. Macy & Co., Inc., against Murray M. Rosen- 
berg, Inc. (name changed to Miles Shoes, Incorporated). Applicant counterclaimed 
for cancellation of opposer’s registration. Applicant appeals from dismissal of 
counterclaim and sustaining of notice of opposition. Affirmed. 


Jewett & Mead, of Washington, D. C., for opposer. 
Jones & Roe, of New York, N. Y., for applicant. 


DanIeELs, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
a notice of opposition to an application to register a mark comprising the word 
“Gropals” as a trade-mark for “shoes, slippers, and boots of leather, fabric and 
combinations thereof,” under the Trade-Mark Act of 1905. 
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The notice of opposition alleges likelihood of confusion within the meaning 
of the confusion in trade clauses of Section 5 of the Trade-Mark Act of 1905. Own- 
ership and prior use of the trade-mark “‘Gro-Shoe” for “children’s and boys’ and 
girls’ shoes of leather, rubber, fabric, and combinations,” is alleged by opposer, and 
ownership of a registration of that mark for such products, No. 192,561, registered 
December 9, 1924, under the Trade-Mark Act of 1905, and renewed, was proven 
by opposer. Testimony was also taken by opposer as to such use. 

In addition to appealing from the action sustaining the notice of opposition, appli- 
cant appealed from the dismissal of its counterclaim for cancellation of opposer's 
above-identified registration. From the brief and argument of this appeal, however, 
the dismissal of the counterclaim does not appear to be seriously questioned by appi- 
cant, and it seems sufficient to state with respect to such dismissal that I agree with 
the Examiner of Interferences for the reasons stated by him. 

Applicant sets out the grounds for appeal with respect to the action sustaining 
the opposition in a number of separately numbered paragraphs both in the notice 
of appeal and in the brief. The goods of the parties are, however, identical, and 
opposer’s priority being conceded, the only question requiring consideration is 
whether or not the marks are confusingly similar. That “Grow” (whether spelled 
in normal fashion or phonetically, as in opposer’s registration) has certain sugges- 
tive connotation with relation to shoes is apparent, but “Gro-Shoe”’ cannot be con- 
sidered merely descriptive of these products as urged by applicant. While the dis- 
claimed portion of the mark—“shoe’’—cannot be completely ignored, and the marks 
must be considered in their entirety, the significance of “Gro” is considered greater 
than that of the generic portion of the mark. As such it would appear to be the fea- 
ture most apt to be noticed and remembered by customers. W. B. Roddenbery Co. 
v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73]. The inclusion oi 
a different suffix in applicant’s mark does not appear sufficient to differentiate be- 
tween these marks. I therefore agree with the Examiner of Interferences that there 
is reasonable likelihood of confusion between these marks as applied to the products 
of the parties. Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 F. 2d 752 
[27 T. M. R. 78]; Abraham & Straus, Inc. v. TruVal Manufacturers, Inc., 31 
C.C. P. A. 731, 138 F. 2d 77 [33 T. M. R. 465]; McKesson & Robbins, Incorpo- 
rated v. First Texas Chemical Manufacturing Co., 34 C. C. P. A. 877, 159 F. 2d 770 
[37 T. M. R. 160]. 

To the extent that the various numbered grounds of appeal set out by applicant 
are not subordinate or collateral to the foregoing they appear to be fully covered by 
the decision of the Examiner of Interferences. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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BOTFIELD REFRACTORIES COMPANY v. WOOD CONVERSION 
COMPANY 


Commissioner of Patents—November 23, 1948 


OPPOSITIONS—PLEADING AND PracticE—Motion 10 DISMIss 
Under 1946 Act, as under 1905 Act, applicant cannot deprive opposer of its right to 
determination of the issue by mere withdrawal of application without prejudice. 
Parties may agree that withdrawal of application and withdrawal of notice of opposition 
shall be without prejudice but applicant cannot require such action. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Botfield Refractories Company against Wood Con- 
version Company. Applicant’s petition for exercise of supervisory authority denied. 


Busser & Harding, of Philadelphia, Pa., for opposer. 
W. Bartlett Jones, of Chicago, Ill., for applicant. 


DANIELs, A. C.: 


This is a petition by applicant requesting exercise of supervisory authority to 
require dismissal of the above opposition proceeding without prejudice to appli- 
cant’s rights under the Trade-Mark Act of 1946. The application to which opposi- 
tion was made was filed under the Act of 1905, and was passed for publication and 
was published in the Official Gazette on May 4, 1948. Notice of opposition was 
filed alleging ownership by opposer of certain trade-marks and of registrations 
thereof under the Act of 1905. Following the filing of the notice of opposition, ap- 
plicant filed a “notice of abandonment” of the application for registration here in- 
volved, with which was included a request that the opposition be dismissed. The 
Examiner of Interferences advised the applicant that “notwithstanding such abandon- 
ment this case may proceed to judgment at the election of the opposer,” citing The 
Crown Overall Manufacturing Co. v. Bowman Hat Company, 588 O. G. 681, 69 
U. S. P. Q. 467. Applicant’s counsel then filed a further request that the notice of 
opposition “be dismissed without prejudice to applicant’s rights under the Act of 
1946.” 

In the absence of an election by the opposer not to prosecute the opposition, there 
is no authority for dismissal of the notice of oppositin without prejudice. It is true, 
of course, that, as petitioner alleges, he may not hereafter refile the identical appli- 
cation under the now repealed Act of 1905 and that to that extent a dismissal of the 
opposition could not prejudice the interests of the opposer. On the other hand, the 
opposer having filed his notice of opposition and having paid the fee therefore is 
entitled to have the issues of likelihood of confusion and damage to him, raised by 
the notice of opposition, decided, if he so elects. 

The extent to which a decision in this matter would be binding with respect to 
an application under the new Act need not be considered. But applicant having 
elected to prosecute the application under the Act of 1905, even after the new law 
was in effect, cannot deprive opposer of its right of determination of this issue by 
a mere withdrawal without prejudice. The Crown Overall Manufacturing Co. v. 
Bowman Hat Company, supra. 
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Unless opposer is willing to permit dismissal of the opposition without prejudice, 
applicant cannot require such action. 
The petition is denied. 


— 


J. C. DEAGAN, INC. v. SCHULMERICH ELECTRONICS, INC. 


Commissioner of Patents—November 23, 1948 


TRaADE-MarkK Act oF 1946—PLEADING AND PRACTICE—PETITION FOR SUPERVISORY AUTHORITY 
Supervisory authority of the Commissioner should not be exercised except where error is 
so manifest that substantial justice cannot be otherwise obtained. 
Petition for exercise of supervisory authority held not to lie from Examiner’s denial oi 
motion to dismiss or to strike certain paragraphs from notice of opposition. 


Petition from Examiner of Interferences. 

Trade-mark opposition by J. C. Deagan, Inc., against Schulmerich Electronics, 
Inc. Applicant’s petition that examiner be directed to dismiss notice of opposition 
or strike paragraphs therefrom denied. 


Charles W. Hills, of Chicago, Ill., for opposer. 
Hammond & Littell, of New York, N. Y., for applicant. 


Danliegts, A. C.: 


This is a petition by applicant requesting that supervisory authority be exercised 
by directing that the notice of opposition involved in this proceeding be dismissed 
by the Examiner of Interferences, or in the alternative if the opposition be per- 
mitted to continue that the Examiner of Interferences be directed to strike certain 
paragraphs from the notice of opposition. Since there is no provision in the statute 
or rules for appeal in interlocutory matters of this type, applicant is attempting by 
petition, to secure a review of the decision of the Examiner of Interferences by this 
petition. Such action is unauthorized in any ordinary case. 


It is well settled the supervisory and summary authority of the Commissioner should 
not be exercised in a proceeding of this kind except where error is so manifestly apparent 
that substantial justice cannot be otherwise obtained. California Bottling Works v. Cali- 
fornia Dry Orange Ale Corporation, 3 U. S. P. Q. 200. 

In Compania Ron Bacardi, S. A. v. Compania Ron Daiquiri, S. A., 30 U. S. 
P. Q. 53, 468 O. G. 754, such action was taken but as appears from the decision in 
that case the notice of opposition there involved was so defective that it was found 
it would not sustain even the entry of a decree pro confesso. Without indicating any 
opinion as to the questions set out by this petition, it is entirely clear that the notice 
of opposition here involved is not subject to any such weakness. Under such cir- 
cumstances the decision of the Examiner of Interferences will not be disturbed, and 
applicant’s recourse, if any, must be by appeal after final hearing. (See Rule 12 (d) 
Rules of Civil Procedure.) 

While applicant contends that each of the points it presents “involves a question 
fundamental to the proper administration of the Act of 1946 in opposition proceed- 
ings,’ I am unable to ascribe any such importance to them, nor with one possible 
exception does it appear that any problem is presented which differs from those 
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which have heretofore ordinarily been considered in opposition matters. As to that, 
orderly procedure would appear to require that it be presented in the usual fashion 
and upon a full record and briefs. 

As to the motion to strike it is sufficient to state that there is no abuse of discre- 
tion in the examiner’s action. 

The petition is denied. 


GOLDEN ARROW TOILETRIES v. LANCOME S. A. 


Commissioner of Patents—November 29, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—ForEIGN EQUIVALENTS 

It is well established that use of a foreign term having the same meaning is the equivalent 

of an English word and, therefore, is confusingly similar. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Fleches” held confusingly similar to “Golden Arrow,” used on similar goods, under 1905 
Act. 

Primary meaning of French word “Fleche” held to be “Arrow.” 

Since the marks of the parties have common arbitrary meaning and record indicates that 
this is the meaning normally to be given applicant’s mark and that applicant intends such 
meaning to be accepted, held that applicant is not in position to contend that its mark does 
not amount to the French word for “Arrows.” 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Golden Arrow Toiletries against Lancome S. A. 


Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Irving F. Goodfriend, of New York, N. Y., for opposer. 
Mock & Blum, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


Applicant appeals from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition to the application to register a trade-mark 
under the Trade-Mark Act of 1905, for “perfumes and rouges.” The mark sought 
to be registered comprises the word “Fleches.” Opposer, relying on the confusion 
in trade clause of Section 5 of the Trade-Mark Act of 1905 as the ground which 
requires refusal of applicant’s mark, alleges prior use and ownership of the trade- 
mark “Golden Arrow” for various products including facial and bath soaps and 
astringents. Applicant specifically concedes that opposer has used its mark upon the 
goods referred to prior to any date which is claimed by applicant, and that some 
of opposer’s goods are of the same descriptive properties as applicant’s goods. The 
only question for consideration is therefore whether or not the Examiner of Inter- 
ferences was correct in holding the marks “Fleches” and “Golden Arrow” to be 
linguistic equivalents. “Fleches” is the plural of the French word for “arrow.” It 
is not understood that applicant questions that “arrow” and “golden arrow” would 
be confusingly similar if that meaning for the word “Fleches” is accepted. That 
the use of a foreign term having the same meaning is the equivalent of an English 
word is well established. McKesson & Robbins, Inc. v. Charles H. Phillips Chem- 
ical Co., 53 F. 2d 342, 10 U. S. P. Q. 214; In re Maclin-Zimmer-McGill Tobacco 
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Co., 49 App. D. C. 181, 262 F. 635; E. Daltroff & Cie v. V. Vivaudou, Inc., 19 
C.C. P. A. 715, 53 F. 2d 536. Applicant contends, however, that the French word 
“Fleche” has several other English meanings and would not be recognized as 
“arrow” by the American purchasing public. A French-American Dictionary, 
forming part of the record, indicates that the word has other meanings, including, 
for example, spire and flitch of bacon, and applicant ascribes certain other English 
meanings to the French word. It seems clear, however, that the primary meaning 
of the French word is “arrow,” and it is believed that, as found by the Examiner 
of Interferences, the commonly accepted meaning of the French and English word 
is sufficient to give rise to likelihood of confusion, whether or not they may possess 
other dissimilar meanings. (It may be noted in this connection that an examination 
of Webster’s New International Dictionary indicates that the English word “arrow” 
has meanings other than those commonly ascribed to it.) 

Applicant further contends that not only is “Fleche” a French word, but that it 
is an English word having an entirely different meaning. Webster’s New Interna- 
tional Dictionary defines the word as: 


1. a. A salient outwork of two faces with open gorge. b. A spire, esp. a slender one 
above the intersection of the nave and transepts of a church or cathedral and commonly 
carrying the Sanctus bell. 

2. Backgammon. a. Any of the 24 points on a backgammon board. 


The use of French terms in connection with cosmetics is well known and is 
established by opposer’s testimony, and in connection with perfume, it is believed 
that a substantial portion of the public would understand the numerous meanings 


of these marks and regard applicant’s mark as meaning “arrow.” It is further to 
be noted that, if any doubt existed, the packages containing applicant’s perfume dis- 
play prominent representations of arrows. While applicant points out that it seeks 
only to register the French word “Fleches” and not the pictures of an arrow or 
arrows, this is believed to confirm the other evidence as to the meaning of the 
French term and to show clearly that applicant expects and intends that meaning 
to be recognized by the public. Since the marks of the parties have a common arbi- 
trary meaning and the record indicates that this is the meaning normally to be given 
the mark, and that applicant intends such meaning to be accepted, applicant is, as 
found by the examiner, “hardly in a position under the circumstances to contend 
that its mark amounts to other than the French word for arrows.” Accordingly, as 
found by the Examiner of Interferences, “the marks of the parties are such that the 
concurrent use on the related products of the character specified is likely to cause 
confusion in trade and deception of purchasers.” 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 








39 T. M.R. KINNEY CO. v. OLD COLONY 61 





G. R. KINNEY CO., INC. v. OLD COLONY SHOE COMPANY, ETC. 


Commissioner of Patents—November 30, 1948 


TrRADE- MARKS—Marks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Kinetic Shoes,” the word “shoes” being disclaimed, held not confusingly similar to 
“Kinney” or “Kinney’s,” used on identical goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by G. R. Kinney Co., Inc., against Old Colony Shoe 
Company, doing business as C. H. Alden Shoe Co. Opposer appeals from dismissal 
of notice of opposition. Affirmed. 


Brown & Seward, of New York, N. Y., for opposer. 
Thomson & Thomson, of Boston, Mass., for applicant. 


DANIELS, A. C.: 


The only question presented on this appeal is that of the similarity of the marks 
of the parties involved. Applicant’s mark consists of the words “Kinetic Shoes,” 
“Shoes” being disclaimed, for which registration is sought for “shoes” under the 
Trade-Mark Act of 1905. The notice of opposition alleges ownership and prior 
use by opposer and its predecessor of the words “Kinney” and “Kinney’s,” as trade- 
marks for shoes, and alleges use of these marks since long prior to any use by appli- 
cant. In support of its claim of ownership of these marks and its allegations that 
there is likelihood of confusion with such marks from the use of applicant’s mark 
upon the same products, opposer has introduced a number of registrations under 
the Trade-Mark Act of 1905, and has taken testimony showing extensive use of the 
mark on the goods and widespread public recognition. Applicant concedes that the 
goods are identical, and that opposer has used its marks extensively for many years 
prior to any use by applicant, but contends that there is no similarity between the 
marks. The Examiner of Trade-Mark Interferences has dismissed the notice of 
opposition and opposer appeals. 

I am constrained to agree with the conclusion of the Examiner of Interferences 
that “considered in their entireties, the respective marks of the parties are believed 
to differ substantially in sound, appearance and significance.” Accepting opposer’s 
argument as to possible pronunciation of “Kinetic,” and giving it the pronunciation 
most nearly resembling that of opposer’s mark, they appear to be entirely different 
in sound. Mere comparison of the words appears sufficient to dispose of any 
question of similarity in appearance. With respect to meannig “Kinney” or “Kin- 
ney’s” would, I believe, be recognized as a surname. “Kinetic,” on the other hand, 
means: 


Of, pert. to, or due to, motion; and “Kinetics” is defined as: 
The branch of dynamics that treats of the changes of motion produced by forces. 


While opposer agrees that there is no similarity between the meaning of the 
terms, it is suggested that comparatively few persons would know the meaning of 
“Kinetic,” and that as applied to shoes that word would be associated by custom- 
ers and prospective customers with opposer’s mark “Kinney.” Even if the mean- 
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ing of the word were not widely recognized (and I see no reason for believing that 
the ordinary meaning of “Kinetic” is not well known), any association of the word 
with applicant’s mark on the part of the purchaser or prospective purchaser would 
necessarily have to be the result of similarity in appearance and sound, which already 
has been considered. 

Opposer further contends that the first four letters of applicant’s mark “Kine”’ 
might be pronounced or regarded as the full equivalent of opposer’s mark “Kinney”’ 
and that applicant has in effect adopted opposer’s entire mark, merely adding the 
suffix “tics” thereto. Expressed in a different manner, opposer’s brief suggests 
that: 


There would surely be confusion between “Kinneytic” and “Kinney,” and what has the 

applicant done except simplify the spelling of “Kinneytic” or—amounting to the same 
thing—added “tic” to the visual and phonetic equivalent (“Kine”) of appellant’s name 
and mark? 


This appears to be not only a dissection but a distortion of applicant’s mark, 
and I see no reason to believe that any purchaser or prospective purchaser would 
adopt any such elaborate mental analysis in considering the mark. 

Considered in their entireties the marks appear so different in sound, appearance 
and meaning that there is no likelihood that confusion would result from their use 
upon the same products. 

On this appeal no question is raised as to the rights of opposer under the “cor- 
porate name clause” of Section 5 of the Trade-Mark Act of 1905, but to the extent 
that this may have been involved in this proceeding it is believed that the same con- 
siderations above outlined would apply. American Steel Foundries v. Robertson, 
269 U. S. 372, 1926 C. D. 289. 


The decision of the Examiner of Interferences is affirmed. 


THE L. S. STARRETT COMPANY v. ROTHBLUM 


Commissioner of Patents—December 1, 1948 


TrRADE-MArKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Grading rulers for clothing designers held goods of different descriptive properties from 
tap, drill and wire gages, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by The L. S. Starrett Company against Benjamin Roth- 
blum. Opposer appeals from dismissal of notice of opposition. Affirmed. 


George B. Rawlings, of Boston, Mass., for opposer. 
Henry L. Burkitt, of New York, N. Y., for applicant. 


Daniets, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismissing 
an opposition to an application to register a trade-mark for “measuring instruments, 
namely, grading rulers for clothing designers,” under the Act of 1905. The mark 
sought to be registered consists of the words “Benjamin Time-Saver,” the word 
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“Benjamin” being disclaimed. The notice of opposition alleges ownership and 
prior use of the notation “Time Saver” as applied to “tap, drill, and wire gages.” 
By stipulation of facts between the parties, opposer’s use of that mark for such prod- 
ucts since long prior to any use by applicant has been established. The only ques- 
tion for determination is therefore whether or not the goods of the parties have the 
same descriptive properties. The nature of the products is made clear by the stipu- 
lation. 

Applicant’s grading ruler for clothing designers is a ruler adjusted to permit 
a designer to grade a pattern for making a particular size of garment to a smaller 
size by engaging one of the notches of the ruler against the edge of the pattern and 
making marks along the pattern spaced as indicated by a notch on the grade ruler. 
Opposer’s product as alleged in the notice of opposition and as shown by the stipu- 
lation and exhibits consists of a piece of metal containing various size openings into 
which drills, taps or wires may be inserted to determine their diameter. As pointed 
out by the Examiner of Interferences opposer’s gages are of the character used by 
machinists or mechanics, while applicant’s are such as would be used by a clothing 
designer, tailor or by other persons in connection with the manufacture of garments. 
In form, use or appearance, they are entirely dissimilar, and they differ so widely 
in fields of use and class of customers who might have use for them that they appear 
to have nothing in common commercially or in use. I agree with the Examiner of 
Interferences that under these circumstances these products do not possess the 
same descriptive properties. 

In the brief on appeal, it is contended that opposer makes other measuring de- 
vices and apparently that it sells a general line of measuring instruments. None of 
this is, however, of record, and the notice of opposition and stipulation of facts re- 
ferred only to tap, drill and wire gages. 

The decision of the Examiner of Interferences is affirmed. 


EUREKA WILLIAMS CORPORATION v. COAN, poInG BusINEss as PEN- 
MAR MFG. CO. 


Commissioner of Patents—December 1, 1948 


OpposITIONS—PLEADING AND PrRACTICE—GROUNDS FOR OPPOSITION 
Notice of opposition held to set forth sufficient grounds for opposition under confusion 
in trade clause of Section 5 of 1905 Act, where specific registrations were set up in con- 
junction with broad allegations as to opposer’s use of marks ending in “o-matic.” 
TRADE-MarKs—Goons OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Electric poultry scalders and water heaters held goods of the same descriptive properties 
as domestic hot water heaters and boilers. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Scald-O-Matic” the word “Scald” being disclaimed, held confusingly similar to “Oil-O- 
Matic,” used on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Eureka Williams Corporation against Abraham 
Coan, doing business as Pen-Mar Mfg. Co. Applicant appeals from decision sus- 
taining notice of opposition. Affirmed. 
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E. J. Balluff, of Detroit, Mich., for opposer. 
Joseph G. Denny, Jr., of Philadelphia, Pa., for applicant. 


DanlgLs, A. C.: 


The mark sought to be registered under the Trade-Mark Act of 1905 by appli- 
cant, and as to which this opposition was filed, consists of the word “Scald-O-Matic,” 
the word “Scald” being disclaimed, for “electric chicken scalders and water heaters.” 
The Examiner of Interferences has sustained the notice of opposition, holding that 
there is likelihood that confusion in trade will result from concurrent use of the 
marks of the parties on the products involved, and applicant appeals. The notice 
of opposition alleges ownership of a number of marks and registrations thereof 
under the Trade-Mark Act of 1905, the most pertinent of which were found by 
the examiner to be “Oil-O-Matic,” disclosed in registration No. 304,965, registered 
July 25, 1933, under the Trade-Mark Act of 1905, for “domestic hot water heater” ; 
and “Steam-O-Matic”’ disclosed in registration No. 400,225, registered February 
23, 1943, under that Act for “boilers.”” These registrations have been made of rec- 
ord by opposer and a stipulation of facts on behalf of both of the parties has been 
filed. No question being raised as to prior use of the marks and ownership by 
opposer of the registrations referred to for the products named, the only questions 
for consideration are whether or not the marks and the goods are confusingly similar 
within the meaning of the Act. 

In this connection applicant contends that the notice of opposition does not 
state adequate grounds of opposition. This is apparently based upon the inclusion of 
allegations of ownership of a number of registrations of somewhat similar marks in the 
notice of opposition and broad allegations as to use by opposer of “‘o-matic.”’ Since, 
however, specific registrations were referred to, it is believed that a fair reading of the 
notice of opposition indicates that it gave applicant adequate notice of the grounds 
relied upon and set forth grounds for opposition under the confusion in trade clause 
of Section 5 of the Act of 1905. The Pep Boys Manny, Moe and Jack v. The Fisher 
Brothers Co., 25 C. C. P. A. 818, 94 F. 2d 204 [28 T. M. R. 91]. 

Much of applicant’s argument is based upon the contention that the goods do not 
possess the same descriptive properties and are not so similar that there is any 
likelihood of confusion. It is true, as indicated by the stipulation of facts, that 
opposer’s products are domestic water heaters and boilers while applicant’s poultry 
scalders are designed for and marketed through channels which would normally 
reach poultry supply dealers and electric equipment dealers for sale to farmers 
and others who might dress poultry. It is, however, a device for heating water, and 
even though the purpose of the ultimate consumer in heating the water may usually 
be only to scald poultry, it may be used for other purposes, and the registration 
sought, as indicated by the description of goods quoted above, is not limited to water 
heaters used for that purpose. Even though the controls, adjustments, and ar- 
rangements are primarily adapted for that purpose, it is clearly a large container in 
which water is heated. With respect to one of the models identified by circulars at- 
tached to the stipulation of facts, it is stated that: 


It is also a portable general purpose farm water heater. 





39 T. M.R. MERCURY MFG. v. MERCURY CLUTCH 65 


One of these “scalders” was produced at the hearing of this appeal. Whether or 
not properly before me, an examination of this as well as of the stipulation of facts 
and the circulars produced by applicant show definitely, in my opinion, that the 
examiner was correct in finding that the goods “clearly belong to the same class 
of merchandise,” and possess the same descriptive properties. 

With respect to the similarity of “Steam-O-Matic” and “Ojil-O-Matic” and 
“‘Scald-O-Matic,” the word “Scald” being disclaimed, the examiner has found that: 


Applicant’s mark “Scald-O-Matic,” is too nearly like either the mark “Oil-O-Matic” or 
“Steam-O-Matic” used by opposer to enable their concurrent use upon the goods involved 
without the likelihood of confusion or mistake in the mind of the public, or deception of 
purchasers. 


I agree with this conclusion. 

It is not considered necessary to review the numerous decisions cited by each of 
the parties, many of them involving several of opposer’s marks referred to in the 
notice of opposition. These have been considered, and are believed to support the 
decision of the Examiner of Interferences. Nor is this affected by the third parties’ 
marks referred to by applicant. 

The decision of the Examiner of Interferences is affirmed. 


THE MERCURY MANUFACTURING COMPANY v. MERCURY CLUTCH 
CORPORATION (AUTOMATIC STEEL PRODUCTS, INC., 
ASSIGNEE, SUBSTITUTED ) 


Commissioner of Patents—December 2, 1948 


TRADE- MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Pictorial representation of the Roman god Mercury held confusingly similar to the word 
“Mercury,” used on similar goods, under 1905 Act. 
TRADE-MaArRKs—Goops. OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Test as to whether or not goods possess the same descriptive properties depends upon 
whether confusion as to source or origin might be likely. 
TRADE-MarkKs—Goops oF THE SAME DescriprivE ProperTIES—PARTICULAR INSTANCES 
Centrifugally actuated radial, axial, automatic, manually controlled and delayed engage- 
ment clutches, couplings and brakes and parts thereof held goods of the same descriptive 
properties as electric and gasoline tractors, electric lift trucks and trailer tractor equipment. 
APPEALS—PLEADING AND PRACTICE—SUFFICIENCY OF NOTICE OF OPPOSITION 
Question of the sufficiency of notice of opposition may be raised on appeal from final 
hearing, since there is no provision for interlocutory appeal from motion to dismiss. 
OPpPoSITIONS—DEFENSES—LACHES AND ESTOPPEL 
Section 19 of 1946 Act permits raising defenses of laches and estoppel in opposition pro- 
ceedings against application filed under 1905 Act. 
Defenses of laches and estoppel held not sustained by the facts of record. 
Opposer’s delay could not be considered to entitle applicant to registration of confusingly 
similar mark, in view of statutory bar contained in Section 5 of 1905 Act. 
OpposITIONS—DEFENSES—EFFECT OF THIRD Party REGISTRATIONS 
Registrations of third parties held not material to any claim of acquiescence, since appli- 
cant claims no rights under such registrations and cannot rely upon any presumptive rights 
of third parties. 
Third party registrations held not to indicate that the mark has become common to the 
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trade or so lacking in distinctiveness as to preclude likelihood of confusion arising from con- 
current use upon the goods of the parties. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Mercury Manufacturing Company against Mer- 
cury Clutch Corporation (Automatic Steel Products, Inc., assignee, substituted ). 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Charles W. Hills, of Chicago, Ill., for opposer. 
Frease & Bishop, of Canton, Ohio, for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition to an application to register a mark consisting of a pictorial repre- 
sentation of the Roman god Mercury, under the Trade-Mark Act of 1905, as a 
trade-mark for “centrifugally actuated radial, axial, automatic, manually controlled 
and delayed engagement clutches, couplings and brakes and parts thereof for use 
in power transmission, power driven machinery, motor drives, internal combus- 
tion engine drives, belt drives, chain drives and domestic appliances, and for use in 
connecting and disconnecting any prime mover or driving member to or from any 
load to be driven or any driven member.” The notice of opposition alleges likeli- 
hood of confusion in trade in accordance with Section 5 of the Trade-Mark Act of 
1905, as a result of the application of such mark to applicant’s products in view of 
opposer’s ownership and prior use of the trade-mark “Mercury” for electric and 
gasoline tractors, electric lift trucks, and trailer tractor equipment. It also alleges 
use of this mark on parts of such equipment which would include clutches, brakes, 
gears, and numerous other components, but in sustaining the opposition the exam- 
iner based his decision solely, on the use of the equipment itself, since there was no 
evidence of use of the mark on the parts. In this connection it was found by the exaim- 
iner that the parts carried only opposer’s corporate name, and included no trade-mark 
use of the word “Mercury.” Since the notice of opposition did not specify the 
“name clause” of Section 5 of the Trade-Mark Act of 1905, as a ground of opposi- 
tion and use of the corporate name in a manner analogous to trade-mark use had 
not been set up, it was held that sale of such parts could not be considered. 

Both parties have taken testimony, and opposer’s prior use of its mark on the 
goods specified is not questioned. The examiner found that applicant’s pictorial 
representation of the god Mercury was the equivalent of opposer’s trade-mark con- 
sisting of the word “Mercury,” and that the goods possessed the same descriptive 
properties. The principal questions fof determination on this appeal are whether 
or not the marks are confusingly similar and the goods of the parties possess the 
same descriptive properties. Both parties have taken testimony and careful analyses 
of these questions have been submitted by briefs and argument. It is my opinion, 
however, that little need be added to the comments contained in the decision of the 
Examiner of Interferences. 

That the pictorial representation of Mercury and the word “Mercury’ 


must be 


considered as identical for all purposes involved in the registration of trade-marks 
can hardly be questioned. Jn re Riverbank Canning Company, 25 C. C. P. A. 1028, 
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95 F. 2d 327 [28 T. M. R. 257]; In re Maclin-Zimmer-McGill Tobacco Co., 49 
App. D. C. 181, 262 F. 635; Weyenberg Shoe Manufacturing Co. v. Hood Rubber 
Co., 18 C. C. P. A. 1449, 49 F. 2d 1046 [21 T. M. R. 141] ; The Popsicle Corpora- 
tion of the Umited States v. Alfred Bersia, 466 O. G. 747, 29 U. S. P. Q. 180; 
Nestle and Anglo-Swiss Condensed Milk Company v. Walter Baker & Company, 
Limited, 37 App. D. C. 148, 1911 C. D. 369. 

While the description of applicant’s goods contained in its application refers to 
clutches, couplers, brakes, etc., as set out above, the record establishes that these 
terms actually refer to a single device manufactured and sold by applicant which 
is adapted to be used for the various purposes stated, depending upon the manner 
in which it is utilized. In each instance it is a centrifugally actuated clutch which 
uses mercury as the actuating medium. That, as contended by applicant, it is not 
suitable for use as a clutch in opposer’s gasoline-driven tractors, is apparent from 
the record. Whether or not it might be used in certain phases of the operation of 
opposer’s electrically-driven equipment is not entirely clear but it has not been so 
used. That it has been used in similar equipment manufactured by a competitor of 
opposer is established. It seems unnecessary to consider the evidence as to this 
and other evidence as to the character of the goods of the parties in detail. The 
question involved is not whether or not this specific mechanism might be used in 
the products of opposer as actually sold or whether any one might be confused or led 
into purchasing it for such purposes, but rather whether or not the goods possess 
the same descriptive properties so that confusion as to source or origin might be 
likely. Skol Company, Inc. v. Olson, 33 C. C. P. A. 715, 151, F. 2d 200; Barton 
Mfg. Co. v. Hercules Powder Co., 24 C. C. P. A. 982, 88 F. 2d 708 [27 T. M. R. 
220] ; Unwersal Paper Products Co. v. Bemis Bro. Bag Co., 28 C. C. P. A. 848, 
116 F. 2d 294 [31 T. M. R. 27]. Nor is the application for registration limited to 
any particular type of centrifugally actuated clutch, or one for a particular use or 
function. 

In view of the close relationship between the goods of the parties, I agree with 
the conclusion of the Examiner of Interferences that the goods possess the same 
descriptive properties. Heintz v. American Tire Machinery Co., 31 C. C. P. A. 862, 
140 F. 2d 1013 [34 T. M. R. 173] ; Lincoln Motor Company v. Lincoln Manufac- 
turing Company, 58 App. D. C. 191, 26 F. 2d 563; Elgin American Manufactur- 
ing Co. v. Elizabeth Arden, Inc., 23 C. C. P. A. 1153, 83 F. 2d 681 [26 T. M. R. 
416]. 

Applicant further contends that the notice of opposition as filed failed to state 
a claim on which relief could be granted. This is based upon the fact that opposer 
has alleged no use of any “pictorial trade-mark,” failed to plead the corporate name 
clause of Section 5 of the Trade-Mark Act of 1905, and did not plead any “specific, 
particular or actual injury or damage.” The equivalency of the picture and the name 
has already been considered, and neither the Examiner of Interferences nor this de- 
cision has considered the use of the word “Mercury” in opposer’s corporate name. 
Examination of the notice of opposition indicates that it clearly alleges likelihood 
of confusion within the meaning of Section 5 of the Trade-Mark Act of 1905 as the 
ground of opposition. 

While the question of the sufficiency of the notice of opposition may be raised 
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on appeal from final hearing, since there is no provision for interlocutory appeal 
from a motion to dismiss, it is believed that applicant was fully advised by the 
notice of opposition of the grounds upon which opposer relied, and that these 
grounds complied with the statute. The Pep Boys Manny, Moe and Jack v. The 
Fisher Brothers Co., 25 C. C. P. A. 818, 94 F. 2d 204 [28 T. M. R. 91]. 

Applicant further argues that opposer is not entitled to prevent the registra- 
tion of its mark in view of its laches and is estopped from claiming relief. This is 
based upon alleged use by applicant since 1938. This defense may now be raised 
in accordance with Section 19 of the Trade-Mark Act of 1946, but the facts of record 
do not sustain this contention. Upon first learning of applicant’s use of the word 
“Mercury” opposer promptly objected thereto. After correspondence which will 
not be reviewed in detail, it was indicated that applicant was then doing business 
on a very small scale and much of the delay was caused by, or was at the request of 
applicant. It is not clear that opposer was necessarily aware of any use of the pic- 
torial representation now sought to be registered until the application here involved 
was published. From the correspondence applicant was obviously aware of op- 
poser’s claim of ownership of its mark and of its objection to any trade-mark use 
of the word “Mercury” or any similar mark by applicant on its goods, while it is 
not clear that opposer had any knowledge of applicant’s use of the mark here in 
question. Under these circumstances, and particularly in view of the correspondence 
between the parties, the delay referred to, if it was actual delay, cannot be suffi- 
cient to constitute laches. Nor could such delay be considered to entitle applicant 
to registration in view of the statutory prohibition contained in Section 5 of the 
Trade-Mark Act of 1905. The Kroger Grocery & Baking Company v. Country 
Gardens, Inc., 609 O. G. 704, 76 U. S. P. Q. 542. 

Applicant further contends that a number of registrations of the word “Mer- 
cury” by others should be considered in connection with the question of probability 
of confusion or on the question of acquiescence, admitting that as found by the 
examiner these cannot be considered with respect to the “proper scope of protec- 
tion” to be afforded to opposer’s mark. These cannot be material as to any claim of 
acquiescence, since applicant, claiming no right to or under any of such third party 
registrations, cannot rely upon any presumptive rights of third parties. Examina- 
tion of the registrations presented, to the extent that they relate to similar goods 
and are still subsisting, does not indicate that “Mercury” has been so commonly 
used as to be lacking in distinctiveness or to produce likelihood of confusion from 
the concurrent use of the marks upon the goods of these parties. 

The other questions raised by applicant in its grounds for appeal are either sub- 
ordinate to the foregoing questions or are fully covered by the decision of the 
Examiner of Interferences. 

The decision of the Examiner of Interferences is affirmed. 
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EASTMAN KODAK COMPANY v. E. F. DREW & CO., INC. 


Commissioner of Patents—December 10, 1948 


TraDE-MarKs—Goops oF DIFFERENT DescrIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Hydrogenation catalysts for hydrogenation of edible oils held goods of different descrip- 
tive properties from’ photographic chemicals, namely, a photographic developer, under 1905 
Act. 

TrapDE-MarKS—Goops OF THE SAME DeEscrIPTIVE PROPERTIES—GENERAL 

Trade outlets and marketing methods held not controlling in determining whether goods 
have the same descriptive properties. 

Fact that opposer’s other chemicals are sold to food producers, including those who might 
use applicant’s goods, held not to indicate that the goods involved in the present opposition 
possess the same descriptive properties. 

TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 

Fact that opposer sells chemicals under marks other than that here involved in a broad 

field, including customers of applicant, held not to indicate any likelihood of confusion. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Eastman Kodak Company against E. F. Drew & 
Co., Inc. Applicant counterclaimed for cancellation of opposer’s registration. Both 
parties appeal from dismissals of notice of opposition and counterclaim. Affirmed. 


Newton M. Perrins and George A. Gillette, Jr., of Rochester, N. Y., for Opposer. 
H.C. Bierman, of New York, for Applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing a notice of opposition to an application to register the notation 
“Selectol A” as a trade-mark for “hydrogenation catalysts for hydrogenation of 
edible oils,” under the Trade-Mark Act of 1905. 

The notice of opposition sets up opposer’s prior use and ownership of the 
trade-mark “Selectol” as a trade-mark for “photographic chemicals—namely, a 
photographic developer,” alleging that the goods on which the parties apply their 
marks possess the same descriptive properties and that confusion in trade within 
the meaning of the confusion in trade clause of Section 5 of the Trade-Mark Act of 
1905 will result from the use of the marks of the parties upon the respective prod- 
ucts mentioned. Opposer has established ownership of a registration of the trade- 
mark “‘Selectol” under the Trade-Mark Act of 1905, registration No. 420,769, reg- 
istered April 30, 1946, as a trade-mark for “photographic chemicals—namely, a 
photographic developer.” Applicant has counterclaimed for cancellation of that 
registration, and has filed a cross appeal from so much of the decision of the Ex- 
aminer of Interferences as dismisses that counterclaim. 

The Examiner of Interferences has found that opposer is the prior user of the 
mark “Selectol” as applied to its photographic developer, finding that opposer used 
its mark “at least as early as August 2, 1945, while applicant first used its mark 
upon its catalyst no earlier than a few days prior to October 16, 1945, the claimed 
date of use given in its application. On this appeal applicant urges that its proof 
shows use by it of the mark “Selectol A” prior to August 2, 1945, and opposer 
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maintains that the Examiner of Interferences should have found that the evidence 
established use by it of its mark “Selectol” on its photographic developer at an 
earlier date than that stated. Without reviewing the testimony, it appears that 
applicant manufactured its catalyst and shipped it for certain special purposes prior 
to August 2, 1945, but it is not established that there was any trade-mark use in 
connection with the material so shipped, nor prior to the date found by the Exam- 
iner of Interferences. Since the date which the Examiner of Interferences found 
to be established by opposer without question, August 2, 1945, is prior thereto, it is 
not considered necessary to review the testimony to determine whether or not 
opposer may have used it at an earlier date. Upon the record established opposer 
is clearly the prior user of “Selectol” as applied to its photographic developer, and 
it is unnecessary to determine at what earlier date it may have used the mark. 

The principal question presented on this appeal, is whether or not the goods 
of the respective parties, as stated above, possess the same descriptive properties 
within the meaning of the Trade-Mark Act of 1905. The Examiner of Interfer- 
ences has concluded that they do not. Applicant’s catalyst for hydrogenation of 
edible oils is a composition containing certain metals, predominantly nickel, and an 
inert carrier which is predominantly a silica compound suspended in a refined 
vegetable oil. It is not soluble and is used only in the treatment of edible oils in 
the manufacture of such products as margarine and shortening. Opposer’s product 
is a photographic developer particularly adapted for certain specialized uses in the 
photographic field. Specimens submitted are marked “for photographic purposes 
only.” Both parties have introduced testimony as to the chemical composition of 


each of the products, and as to their marketing methods and uses. The Examiner 
of Interferences in finding that these products did not possess the same descriptive 
properties, stated: 


.... the two products are obviously entirely different as to composition and are used 
in widely separated fields for different purposes, one in photography for developing 
films and making prints, and the other, in the manufacture of edible food products such 
as shortenings, margarines, and the like, by a wholly different class of users. Aside from 
the fact that both products in a broad sense are chemical compounds, they possess noth- 
ing in common as to composition, or purpose, and are sold to different classes of pur- 
chasers through different channels of trade. These circumstances are persuasive of the 
conclusion that the products clearly relate to different classifications of merchandise, and 
are therefore deemed to be goods of different descriptive properties within the meaning 
of the statute. 


While marketing methods might change, the products upon which the parties 
have used the marks are useful only for the purposes stated, and the application for 
registration to which opposition is made is limited to the catalyst of a specific type 
for a specific purpose. While the trade outlets and marketing methods are not con- 
trolling, when combined with the essential differences in the products themselves 
it seems evident that the goods differ radically in very respect, and I agree with 
the Examiner of Interferences that these products do not possess the same descrip- 
tive properties. 

Opposer contends that even though there may be differences between these prod- 
ucts, its business includes sales of large quantities of chemicals for other than photo- 
graphic purposes. While it has established that opposer’s business includes a de- 
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partment selling chemicals, particularly organic chemicals in bulk, it is clear that 
such sales are not made under the mark “Selectol” but under other trade-marks 
owned by opposer. 

The fact that such chemicals may be sold to food producers, including those who 
might use applicant’s catalyst, does not indicate that opposer’s photographic de- 
veloper and such catalyst possess the same descriptive properties. Nor does the fact 
that opposer, as a large and recognized manufacturer of chemicals which it markets 
under trade-marks other than here involved, may sell such other products in a broad 
field, including customers and prospective customers of applicant, indicate any likeli- 
hood of confusion. Such use on other products was not set up as a ground of opposi- 
tion and nothing in the record indicates that opposer’s use of “Selectol’” on the 
specific products here involved, even if known by customers for its bulk chemicals, 
would be affected by the sale of applicant’s products under its mark. 

I therefore agree with the conclusion of the examiner that the goods of the par- 
ties do not possess the same descriptive properties within the meaning of the statute. 

Applicant’s appeal from the dismissal of its counterclaim will not be considered 
in detail. It is obviously subordinate and collateral to the decision of the opposition 
proceeding, and it seems sufficient to state that I agree with the Examiner of Inter- 
ferences as to the dismissal of such counterclaim for the reasons stated therein. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE KADANE-BROWN, INC. 


Commisioner of Patents—November 17, 1948 


TrapeE-Mark Act oF 1946—AMENDMENT OF REGISTRATION—MATERIAL ALTERATION OF REG- 
ISTRATION 
Section 7 (d) of 1946 Act permits amendment of existing registrations when such amend- 
ment does not involve such changes as alter materially the character of the mark. 
Proposed amendment held properly refused as constituting material alteration of registered 
mark. 


Petition from Examiner of Trade-Marks. 
Registrant’s petition to require entry of amendment of registration denied. 


Franklin M. Depew, of New York, N. Y., for Registrant. 
DANIELS, A. C.: 


This is a petition requesting that supervisory authority be exercised to require 
the Examiner of Trade-Marks to enter an amendment to registration No. 332,628, 
registered February 18, 1936, under the Trade-Mark Act of 1905, owned by 
petitioner. The proposed amendment has been presented pursuant to Section 7 (d) 
of the Trade-Mark Act of July 5, 1946, and rule 34.3 of the Rules of Practice in 
Trade-Mark Cases. Entry of this proposed amendment has been finally refused by 
the examiner. 

The mark as shown in the original registration comprises the words “Blue Bon- 
net,” a pictorial representation of a star, the upper point of which crosses the letter 
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“B” in the word “Bonnet,” and a profile view of the head and shoulders of a girl 
wearing a large bonnet. The proposed amendment would eliminate the star and 
change the profile of the figure of the girl to a full faced view of another girl. While 
in the new pictorial representation the girl wears a bonnet, it is not as large or 
prominent as that worn by the girl shown in the original registration. 

In this petition petitioner contends that the “dominant features” of the mark 
as shown in the original registration are the words “Blue Bonnet.” While words 
forming part of a mark are more apt to be used in calling for a product and have 
frequently been held to be the feature most likely to be remembered by the public, 
W. B. Roddenbery v. Kalich, 34 C. C. P. A. 745, 158 F. 2d 289 [37 T. M. R. 73], 
the other features form a very conspicuous part of the original registration. The 
proposed change is one which, in my opinion, would constitute a very material al- 
teration of the mark. It is quiet possible that persons dealing in similar goods and 
who had no objection to the composite mark as originally presented might have felt, 
or may now feel themselves damaged if any of the prominent features which formed 
a part thereof were not present. If the proposed amendment were to be allowed, 
they would now be confronted with a registration which they have no opportunity to 
oppose. The elimination of the star and the complete change in appearance of the 
picture of the girl involved cannot be considered mere “modernization” or “stream- 
lining” or omission of “relatively insignificant parts” of the mark, as contended by 
registrant. They appear rather to be “a complete redesigning” as held by the 
Examiner of Trade-Marks. 

Section 7 (d) of the Trade-Mark Act of 1946, provides for amending existing 
registrations only when they do not “involve such changes in the registration so as to 
alter materially the character of the mark.” 

The examiner was clearly correct in holding that the amendment presented 
would constitute a material alteration of the registration. 

The petition is denied. 
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